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IN THE 


United States Court of Appeals 

FOR THE District of Columbia.! 


No. 7944. 


THE PHILADELPHIA INQUIRER COMPANY, 

Appellant, 

V. 

CONWAY P. COE, COMMISSIONER 0^ PATENTS, 

Appellee. I 


Appeal from the District Court of the Uniteql States for the 

District of Columbia. 


JURISDICTIONAL STATEMEkr. 

I 

The jurisdiction of the District Court of the United States 
for the District of Columbia was invoked under authority 
of R. S. 4915,16 Stat. 205, 35 United States Code Annotated 
63, as amended March 2, 1927, 44 Stat. 1336 and March 2, 
1929, 45 Stat. 1476, and as interpreted by the Supreme 
Court of the United States in American Steel Foundries v. 
Robertson, Commissioner, 262 U. S. 209, 67 L. D. 953 
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STATEMENT OF THE CASE. 

I This is an appeal by Appellant (Plaintiff below) from a 
decree of the District Court of the United States for the 
District of Columbia filed April 18, 1941 (R. 34) dismissing 
the Complaint (R. 2) filed herein March 19, 1940, demand¬ 
ing that the Appellee (Defendant below). The Commis¬ 
sioner of Patents, be required to issue to Appellant, the 
Philadelphia Inquirer Company, a Certificate of Registra¬ 
tion of its trade-mark Everybody’s Weekly, for a Weekly 
Ne-wspaper Section, (R. 50). 

An application (R. 8) for registration of the trade-mark 
Everybody’s Weekly was filed and duly prosecuted before 
the Patent Office and registration was refused on appeal 
(R. 14) to the Commissioner of Patents, on the ground of 
likelihood of confusion between Appellant’s trade-mark 
Everybody’s Weekly for a Newspaper Section and Every¬ 
body’s for a Magazine, (R. 52). 

As a result of said decision of the Commissioner of Pat¬ 
ents, Appellant filed a Complaint (R. 2) in the District 
Court of the United States for the District of Columbia. 

I Appellee in his Answer to the Complaint (R. 4) admitted 
every allegation thereof, with the exception of paragraph 
11 (R. 6) in which Appellant had alleged that the registra¬ 
tion should be granted and had urged that no likelihood of 
confusion would result from the concurrent use of the trade¬ 
marks. 

During the trial of the case. Appellant adduced from two 
expert trade witnesses evidence (R. 39-49) showing differ¬ 
ences in content, format, manner of distribution, and class 
of purchasers of the two items, the Weekly Newspaper 
Section and the Magazine. 

'The Trial Court found (R. 26) nevertheless that inasmuch 
as the trade-marks are identical and the two publications 
are of the same general class, under the controlling Stat¬ 
ute, Section 5 of the Act of Congress of Feb. 20, 1905, now 
with amendments codified in 15 U. S. C. A. 85, registration 
of the trade-mark for use on a Weekly Newspaper Section 
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is prohibited without consideration of extrinsic evidence to 
determine whether the use of the marks on the two publica¬ 
tions is likely to cause confusion. 

STATUTES. 

R. S. 4915—35 U. S. C. A. 63: 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the Board of Ap¬ 
peals to the United States Court of Customs and Patent 
Appeals, and such appeal is pending or has been de¬ 
cided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal; and the court hav¬ 
ing cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such 
applicant is entitled, according to law, to receive a pat¬ 
ent for his invention, as specified in his claim, or for 
any part thereof as the facts in the case may appear. 
And such adjudication, if it be in favor of the right 
of the applicant, shall authorize the Commissioner to 
issue such patent on the applicant filing in the Patent 
Ofiice a copy of the adjudication and otherwise comply¬ 
ing with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shall be 
served on the Commissioner; and all of the expenses 
of the proceedings shall be paid by the applicant, 
whether the final decision is in his favor or not. In all 
suits brought hereunder where there are adverse par¬ 
ties the record in the Patent Office shall be admitted 
in whole or in part, on motion of either party, subject 
to such terms and conditions as to costs, expenses, and 
the further cross-examination of the witnesses as the 
court may impose, without prejudice, however to the 
right of the parties to take further testimony. The tes¬ 
timony, and exhibits, or parts thereof of the record in 
the Patent Office when admitted shall have the same 
force and effect as if originally taken and produced in 
the suit. (As amended March 2, 1927 c. 273 Sec. 11; 
44 Stat. 1336—March 2,1929, c. 488—Sec. 2(b), 45 Stat. 
1476.) 




4 


Act of Congress 1905—Sec. 5,15 U. S. C. A. 85; 

^‘That no mark by which the goods of the owner of 
the mark may be distinguished from other goods of the 
same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark unless 
such mark —” 

(a) Consists of or comprises immoral or scandalous 
matter. 

(b) Consists of or comprises the flag or coat of arms 
or other insignia of the United States or any simula¬ 
tion thereof, or of any State or municipality or of any 
foreign nation, or of any design or picture that has been 
or hereafter may be adopted by any fraternal society 
as its emblem, or of any name, distinguishing mark, 
character, emblem, colors, flag, or banner adopted by 
any institution, organization, club or society which was 
incorporated in any State in the United States prior to 
the date of the adoption and use by the applicant: Pro¬ 
vided That said name, distinguishing mark, character, 
emblem, colors, flag or banner was adopted and pub¬ 
licly used by said institution, organization, club, or so¬ 
ciety prior to the date of adoption and use by the ap¬ 
plicant : 

“Provided, That trade-marks which are identical 
with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the 
same descriptive properties, or which so nearly resem¬ 
ble a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the 
same descriptive properties as to be likely to cause con¬ 
fusion or mistake in the mind of the public or to de¬ 
ceive purchasers shall not be registered: * * 
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STATEMENT OF POINTS. 

(R. 35-36) I 

1. The Court erred in dismissing the Comblaint. 

2. The Court erred in refusing to render a decree requir¬ 
ing the Defendant to register Plaintiffs trade-mark. 

3. The Court erred in holding that Everybody’s, the Brit¬ 
ish magazine and Everybody’s Weekly, the Section of the 
Newspaper, The Philadelphia Inquirer, weije goods of the 


same descriptive properties within the pur^^iew of the sec¬ 
ond proviso of Section 5 of the trade-mark a(;t of 1905, codi¬ 
fied with amendments in 15 U. S. C. 15. 

4. The Court erred in holding that “the test of confusion 

is expressly related to the similarity of the marks, and not 
to the determination of the descriptive prbperties of the 
merchandise.” ! 

5. The Court erred in holding that a determination of 
whether two publications are of the same descriptive prop¬ 
erties should be made by consideration only of the intrinsic 
properties of the publications, without any consideration of 
extrinsic evidence adduced as to likelihood |of confusion to 
the public because of specific differences in format, content, 
manner of distribution, and class of purchaisers. 

SUMMART OF ABGUMENl'. 

The Statute regulating registration and use of trade¬ 
marks is an outgrowth of the broader principles of law es¬ 
tablished for the purpose of preventing unfair competition 
in trade. The sole intent of the provision of such Statute 
denying the right of registration to trade-marks which are 
identical with or similar to prior used trade-marks in use 
upon merchandise of the same descriptive j|)roperties is the 
prevention of any possible confusion in the inind of the pub¬ 
lic as to the origin or identity of the merchandise to which 
the marks are applied. I 
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Therefore a determination as to whether any two given 
commodities are “merchandise of the same descriptive 
properties” within the meaning of the Statute necessarily 
involves a consideration as to whether the nature of those 
commodities is such that their appearance upon the market 
bearing identical or similar trade-marks would cause con¬ 
fusion in the minds of prospective purchasers. 

The application of the foregoing principles to the two 
publications involved in the instant case discloses that no 
possibility of confusion is here present. Therefore the 
Statute does not bar registration of the Appellant’s trade¬ 
mark. 

ARGUMENT. 

The issues before the Court are but three in number, and 
may be stated conveniently as follows : 

(1) What is the meaning of the term “Merchandise 
of the same descriptive properties ” as it is used in the 
Proviso of section 5 of the Act of Congress of Feb. 20, 
1905 (now with amendments codified in 15 U. S. C. A. 
Sec. 85), the controlling Statute on the right to regis¬ 
tration of trade-marks? 

(2) What factors properly must be considered in a 
determination of whether two articles of merchandise 
are or are not, within the meaning of the Statute, “of 
the same descriptive properties”? 

(3) Specifically, is Everybody’s Weekly, the maga¬ 
zine section inserted in the Sunday edition of the Phila¬ 
delphia Inquirer newspaper, merchandise of the same 

' descriptive properties as Everybodys, the British mag¬ 
azine published weekly in London. 

As conceded at the trial by counsel for Appellant (Plain- 
tifi: below), and as stated in the opinion of the Trial Court, 
the trade-marks Everybody’s Weekly and Everybodys. 
while not identical in the true sense of that word, are so 
nearly alike that their concurrent use on articles of the same 
descriptive properties would be prohibited by the Statute. 

Appellant contends, however, that the two publications in 
question are not merchandise of the same descriptive prop- 



erties within the meaning of that term as used in the con¬ 
trolling Statute, and that therefore, the Appellee (Defen¬ 
dant below) should be directed to register Appellant’s 
trade-mark. 

Trade-mark protection dates to a time long past and ema¬ 
nates from the broader equitable field of fraud. Under 
modern practices, trade-marks are afforded equitable relief 
from infringement and are protected by Federal and State 
Stautes, for two purposes, (1) to protect the owners of the 
trade-marks from being deprived of their rights to the ex¬ 
clusive use thereof within certain bounds, and (2) to pro¬ 
tect the purchasing and consuming public from being con¬ 
fused or misled into either purchasing a competitive item 
when another is desired, or purchasing a certain item be¬ 
lieving that because of the trade-mark used thereon, it was 
produced by another user of the mark on Gather goods, in 
whose integrity and honesty the purchaser had reason to 
have faith (63 C. J. Page 313). 

In the event that either the trade-mark owner and user 
directly, or the purchaser, is likely to suffer, the owner is 
entitled to relief. | 

As an adjunct to the equitable relief, under statutory 
authority, trade-mark owners are permitted to register 
trade-marks in the United States Patent Cjffice to secure 
the benefits resulting therefrom. The Patent Office, of 
course, is not concerned with questions of infringement, but 
under Section 5 of the Trade Mark Act of 19(»5, registration 
may be denied, if the applicant’s mark is deemed to be likely 
to cause confusion in trade with a previously known trade¬ 
mark, owned and in use by another. 

However, the Statutes relating to the registration of 
trade-marks in the Patent Office do not provide any rights 
to trade-mark owners which they did not hjave under the 
common law. By the same token, these S|fcatutes do not 
take away any rights which the trade-maik owners had 
under the common law. 

American Steel Foundries v. Rohertsdn, supra. 

B. F. Goodrich Rubber Co. v. Kenilworth Mfg. Corp.^ 
40 Fed. (2nd) 121. 
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I The purpose of statutory protection is exactly the same 
as that of equitable protection, namely: to protect the prior 
user from being denied his exclusive right to use his mark 
on the goods to which his mark has been appropriated, not 
necessarily to include goods to which he might extend his 
business; {Pulitzer Publu^hing Co. v. Houston Printing Co., 
4 Fed. (2nd) 924) and to protect the consuming public; in 
other words, to prevent confusion. There is no other pur¬ 
pose for statutory’ protection! 

Originally, and even now to a certain extent a subsequent 
user was not entitled to use the identical trade-mark pre¬ 
viously used by another. This practice particularly applies 
where the trade-mark is ‘^coined” or is a fanciful word or 
name. In decisions such as Eastman Photographic Co. 
TJd. V. John Griffiths Cycle Corp. Ltd., 15 R. P. C. 105— 
1898, the use of the artificial trade-mark KODAK was en¬ 
joined for use on bicycles because of plaintiffs prior use on 
cameras. 

However, where the trade-marks are not fanciful or arti¬ 
ficial such broad exclusive use and ownership does not ex¬ 
ist. (Nims on Unfair Business Competition, pages 264-266, 
secs. 132-134, First Edi.) In the more modem decisions, 
the use of identical trade-marks is permitted on goods which 
are not of the same descriptive properties. {Ph. Schneider 
Brewing Co. v. Century Distilling Co., 107 Fed. (2nd) 697, 
.... CCA 10.) 

I INTERPRETATION OF THE ACT OF 1905. 

I AVe come, then, to a consideration of the first two of the 
three questions presented by this appeal, briefly, first, what 
is the meaning of the term “merchandise of the same de¬ 
scriptive properties” as used in the statute, and, second, 
what factors must enter into a determination as to whether 
or not two given articles are merchandise of the same de¬ 
scriptive properties. Since the two issues are of similar 
implication for the purposes of this discussion, they will be 
treated here as one. 
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The sole reason for legislative regulation of trade-marks 
is the public interest in the prevention of any perpetration 
of fraud through unfair competition in trade. By protec¬ 
tion of users of certain trade-marks which through long use 
have become identified with the merchandise upon which 
they appear, the interests of the purchasing public are 
served as well as those of the manufacturers. It follows, 
then, that the Statute controlling the Federal registration 
of trade-marks is concerned solely with preventing the con¬ 
current use, upon identical or similar commodities, of iden¬ 
tical or similar trade-marks, and the resultant confusion 
in the minds of prospective purchasers as to the identity or 
origin of commodities on the market; whether such concur¬ 
rent use and the resultant confusion are wilful and calcu¬ 
lated on the part of the subsequent proprietor, or are due 
merely to the subsequent proprietor’s ignorance of the ex¬ 
istence of the prior-used trade-mark. 

63 C. J. Sec. 10, Pages 318-319: 

‘‘Goods are in the same class when the general and 
essential characteristics of the goods are the same, so 
that the general public would be likely to be misled if 
the same mark were used, or whenever the use of a 
given trade-mark or name or symbol would enable an 
unscrupulous dealer to palm off on unsuspecting cus¬ 
tomers spurious goods as being the genuine goods of 
the proprietor of the trade-mark, or when for any other 
reason they are so related or associated, either in fact 
or in the niind of the public, that a common trade-mark 
would lead purchasers to conclude that the several ar¬ 
ticles have a common origin.” 

Since the Statute has no aim or purpose beyond the pre¬ 
vention of such confusion, it cannot be held to bar registra¬ 
tion of a trade-mark which, when used upon the merchan¬ 
dise to which it is applied, will not mislead or confuse the 
purchasing public, and which will cause no injury to other 
proprietors or manufacturers. 

The Trial Court held (R. 30) that the proviso to Section 
5 of the Act bars registration of two separate classes of 
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trade-marks, i. e., “(1). The mark which is identical with 
another prior mark appropriated to merchandise of the 
same descriptive properties (or, for short, of the same 
class); and (2). marks which though not identical so nearly 
resemble another prior mark applied to the same class of 
merchandise that thereby confusion would be likely to re¬ 
sult” And the Trial Court further states, “as to the first 
class, if the marks are identical and the merchandise the 
same, registration is by the Statute refused without ex¬ 
trinsic proof as to the likelihood of confusion.” 

It is urged that the Trial Court erred in its conclusion 
that in the first class recited no consideration as to con¬ 
fusion is necessary. In order to determine whether or not 
two given articles of merchandise are of the same descrip¬ 
tive properties within the meaning of the Statute, it is essen¬ 
tial that there be a consideration of the likelihood of their 
confusion in trade. To eliminate such consideration of pos¬ 
sible confusion is to render the phrase “merchandise of the 
same descriptive properties” meaningless and of no im¬ 
portance in applying the Statute. A careful examination 
of decisions of the Courts discloses that it is impossible to 
decide, by a mere examination of the intrinsic properties 
apd physical attributes of two items, whether or not those 
two items are, within the meaning of the Statute, merchan¬ 
dise of the same descriptive properties; there must be, pri¬ 
marily, a careful consideration of the manner of marketing 
the two items, the class of persons who will purchase them, 
tlie area in which they are to be distributed, in short, all of 
the factors which, when in evidence, will demonstrate 
whether or not a person who wishes to buy one item might 
be misled into buying the other because their trade-marks 
are identical or similar. 

The test of confusion, then, is the sole test to be applied 
in determining the applicability of the statutory bar to a 
particular trade-mark whose registration is sought. This 
is so because, as has been stated, the trade-mark law 
stems from and is a part of the broader law of unfair com¬ 
petition, and because the purpose of legislation regulating 
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the registration and use of trade-marks is the prevention of 
unfair competition in trade by confusion of the consuming 
public. 

In the Opinion of the trial Court, the following statement 
appears (R. 31): “The test of confusion is expressly re¬ 
lated to the similarity of the marks, and noi to the deter¬ 
mination of the descriptive properties of the ^nerchandise. ’ ’ 
That this cannot be the case is conclusively j demonstrated 
by the permissive, concurrent use of cortaiii trade-marks 
which are so well known as to seem almost a part of our 
language. The trade-mark Packard, for instance, is applied 
to both automobiles and electric razors. The trade-marks 
of the two commodities are identical, yet there is no con¬ 
fusion in the minds of the public in connection therewith, 
because the articles upon w’hich they are used hre dissimilar. 
If the test of confusion were expressly related to the simi¬ 
larity of the marks, it would never be necessary to consider 
tbe type of merchandise upon which the mark were applied; 
if the mark sought to be registered, or one similar to it, 
had ever before been appropriated to any article of any 
kind, its use would, of necessity, be prohibited. 

It is submitted that only through an exhaustive consid¬ 
eration of every attribute of the merchandise to which is 
applied the mark sought to be registered, can there be 
reached a conclusion as to whether that particular mer¬ 
chandise is, within the meaning of the controlling statute, 
of the same descriptive properties as other merchandise to 
which is applied an identical or similar mark. Further, 
since possible confusion is the final test, the mere jjhysical 
characteristics of the items in question, such as their shape, 
size, etc., are not to be accorded equal weight with those 
extrinsic characteristics which atfect the marketing of the 
items to the public, such as their mode and arba of distribu¬ 
tion, their consumer appeal and their general appearance 
to the consumer. 

The statutory phrase “same descriptive jmoperties” is 
not, then, synonymous with the term “class,” as being an 
arbitrary grouping, such as the various classes set up by 
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the Patent pffice for convenience in listing patents and 
trade-marks. Nor does the fact that two items are placed 
within the same Patent Office classification mean that those 
items are necessarily of the same descriptive properties. 

Hump Hairpin Co. v. DeLong Hook Co., 39 Apps. 
D. C. 484. 

, The most potent support to this view is the mere nomen¬ 
clature of the Patent Office classes, for instance: Class 1. 
Raw or Partly Prepared Materials. Certainly all such ma¬ 
terials are not of the same descriptive properties. Again, 
Class 46. Foods and Ingredients of Food; all foods are not 
of the same class as used by the Statute nor are all foods 
of the same descriptive properties. CIclss 50. Merchandise 
not Otherwise Classified; What more striking example than 
this class! 

The term is far more significant in its implications, and 
the Courts have held repeatedly that in each case which 
presents the necessity of applying the phrase, its applicabil¬ 
ity must be determined by reference to the evidence pre¬ 
sented in that particular case as to the descriptive proper¬ 
ties of the merchandise involved. 

I California Packing Corp. v. Tillman & Bendel, Inc., 
40 Fed. (2nd) 108. 

, Yale Electric Corp. v. Robertson, 26 Fed. (2nd) 972. 

B. F. Goodrich Rubber Co. v. Hockmeyer, 40 Fed. 
(2nd) 99. 

I California Fruit Growers Exchange v. Windsor Bev¬ 
erages, Ltd., 48 U. S. P. Q. 608. 

Consideration of the Specific Goods. 

There remains the single question: Are the two publica¬ 
tions involved here “merchandise of the same descriptive 
properties” within the meaning of the trade-mark statute? 

Appellant here is seeking registration of its trade-mark 
Everybody's Weekly for a Weekly Section of a Newspaper. 
As found by the Trial Court (R. 29), “It is fairly to be 
noted that the application for the registration of the mark 
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is expressly limited to use for a Weekly Newspaper Sec¬ 
tion.’’ The application does not seek to coyer any other 
type of publication. The proprietor, Appellant, is the pub¬ 
lisher of a daily and Sunday Newspaper, The Philadelphia 
Inquirer. This newspaper does not compete! in the mag¬ 
azine field. 

Newspaper publishers do not publish mag£.zines, nor do 
magazine publishers print newspapers. It is Ijrue that mag¬ 
azines and newspapers are analagous in that fthey are both 
printed on paper and are periodicals. There the analogy 
ceases. 

Newspaper publishers are geared to gather news of pub¬ 
lic interest by means of reporter staffs, and the news stories 
are written, edited and printed in a single day. Magazines, 
on the other hand, draw their content fron^ wide fields; 
they have no reporters, their stories are subijnitted. Even 
the Sunday editions of Daily newspapers have nothing in 
common with magazines. Newspapers are lopal in nature, 
while magazines are national or international, 

Cory V. Physical Culture Hotel, Inc., 14 Fed. Supp. 

1977, 30 P. Q. 353. ^ 

4 Op. Attys. Gen. 10. 

4 Op. Attys. Gen. 407. 

5 Op. Attys. Gen. 375. 

25 Op. Attys. Gen. 594. 

Obviously, the Post which appears on nJjwsstands on 
Tuesday and arrives by mail on Wednesday is no competi¬ 
tor of the Post which appears every morning o|n newsstands 
and by carrier. 

How can the question whether any particu 
of the same descriptive properties better be determined 
than by the testimony of expert witnesses, versed in the 
sale at wholesale and retail of such goods over many years. 

During the trial the witness Ottenstein, 
dealer in publications, testified (R. 39) tha 
Newspaper Section of the Inquirer was a pari of the news¬ 
paper, inseparable therefrom, and unobtainalile therewith- 
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out, while the British magazine was purely a magazine pro¬ 
duced and sold as such, no one would or could be confused 
as to the origin of the two items, or confused into purchas¬ 
ing one when he wanted the other. 

Mr. Ottenstein testified (E. 43) that no person could be 
misled into purchasing a newspaper when he wanted a mag¬ 
azine. 

I Furthermore where the newspaper section is attached to, 
and made a part of the newspaper; is sold only as a part 
of the Sunday edition; and cannot be secured without the 
newspaper; it is to all intents and purposes a newspaper 
part. (R. 42) 

Mr. Eisenberg, a local retail newsdealer, testified that he 
sold the Philadelphia Inquirer, among many other news¬ 
papers ; that he sold magazines; and that in his opinion no 
person desiring the British magazine could be confused 
into acquiring the Philadelphia Inquirer with its insert 
Everybody's Weekly. (R. 50) 

Thus two experts in their fields have sworn affirmatively 
that there could be no likelihood of confusion resulting 
from the concurrent use of the titles on the two items. (R. 
39-49) 

I Yet the Trial Court refused to consider the testimony ad¬ 
duced at the trial, and, upon a mere comparison of the phys¬ 
ical aspects of the two publications, held that they were of 
the same descriptive properties. (R. 26-34) 

The weekly newspaper section is sold (R. 41) with the 
Synday Inquirer to large numbers of people in and around 
Philadelphia, Pennsylvania. Some copies, of course, are 
sold in the nearby States, but the bulk of the circulation is 
in Philadelphia. The Inquirer is simply a newspaper, 
nothing more nor less. It is sold to people who desire cur¬ 
rent news. Perhaps a few purchase the Sunday Inquirer 
in order to secure the section Everybody's Weekly. These 
few people could never be misled into purchasing a mag¬ 
azine. 

On the other hand the British magazine is imported into 
the United States and sold in limited quantities to a par- 
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ticular class of purchasers (B. 19-20), those who read the 
so-called “pulp” magazines. The few people who pur¬ 
chase the British magazine Everybodys, could by no exer¬ 
cise of the imagination mistakenly secure the Philadelphia 
Inquirer. 

In the case of McGrow Hill Publishing Co. v. American 
Aviation Associates, Inc., decided by this Court December 

16, 1940, No. 7615, 73 Apps. D. C.-,-Fed. (2nd) 

-, 47 XJ. S. P. Q. 494, the proprietors of the magazine 

entitled American Aviation were sued for the alleged in¬ 
fringement of the title Aviation for a magazine. The Court 
held that there was no infringement because of the lack of 
confusion between the trade-marks when used on the mag¬ 
azines (of the same character) and said, “The Trial Court 
held ‘ That the two publications are not similar in cover, de¬ 
sign, format, general appearance, or content; ’. Moreover, 
the magazines are read by a discriminating audience, and 
an audience which appreciates that each has a needed func¬ 
tion to perform.” 

See also: 

Duniway Publishing Co. v. Northwest Printing Co., 
8 P. 283,11 Ore. 322. 

McLean v. Fleming, 6 Otto 255. 

Snowden v. Nash, Hopk. (N. Y.) 347, 14 Am. Dec. 
547. 

Osgood V. Alien, Holmes, C. P. 185. 

Collegiate World Pub. Co. v. DuPont Pub. Co., 14 
Fed. (2nd) 158. 

Crowell Pub. Co. v. Italian Monthly Co., 28 Fed. 
(2nd) 613. 

(Injunction was denied where the Neiv American 
magazine and The American Magazine were dif¬ 
ferent in size, color, contents, price, and circulating 
medium.) 

It has been urged herein that whether goods are of the 
same descriptive properties should not be arbitrarily deter¬ 
mined but should, after consideration of all the evidence. 




determined upon the basis that if there can be no confu¬ 
sion of prospective purchasers, the items in question are, 
a fortiori, not of the same descriptive properties. 

It is submitted that the evidence adduced at the trial of 
this cause shows conclusively that the two publications in¬ 
volved herein are so dissimilar that a person intending to 
purchase one could never be misled into mistakenly pur¬ 
chasing the other; that there is therefore no likelihood 
whatever of confusion; that, there being no likelihood of 
confusion between the tw^o publications, they are not, within 
the proper definition of the term as it is applied in the 
trade-mark act, merchandise of the same descriptive prop¬ 
erties; and that the registration of Appellant's trade-mark 
is, in consequence, not barred by the Act of 1905. 

The judgment of the lower Court should be reversed. 

Respectfully submitted, 

Charles K. Davies, Jr., 
Frank E. Scrivener, 
Counsel for Appellant. 
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1 Endorsed: Filed Mar 19 1940 Charles E. Stew¬ 

art, Clerk 

In the District Court of the United States for the 
District of Columbia 

Civil Action No. 6271 

The Philadelphia Inquiker Company, a corporation. Broad 
and Callowhill Streets, Philadelphia, Pennsylvania, 
Plaintiff 

vs. 

Conway P. Coe, Commissioner of Patents of the United 
States, United States Department of Commerce, De¬ 
fendant 

Complaint for Registration of Trade Mark 

1. The plaintiff. The Philadelphia Inquirer Company, is 
a corporation duly organized under the laws of the State 
of Delaware, having its principal office and place of busi¬ 
ness in the City of Philadelpha, State of Pennsylvana, and 
brings this suit in its own right, as hereinafter appears. 

2. The defendant, Conway P. Coe, is a citizen of the 
United States, is Commissioner of Patents of the United 
States and officially a resident of the District of Columbia, 
and is sued in his official capacity as Commissioner of 
Patents. 

$4 This action arises under the provisions of Section 4915 
of the Revised Statutes of the United States, as amended. 
Thq plaintiff has filed no appeal, in the United States Court 
of Customs and Patent Appeals, from the decision of the 
Commissioner of Patents hereinafter referred to, nor is 
any appeal therein pending. 

4. The plaintiff, on May 23, 1937, filed in the United 
States Patent Office an application for registration of its 
trade mark. Everybody’s Weekly, for use on weekly news¬ 
paper sections in Class 38, Prints and Publications, which 
application was given Serial Number 393143. The said ap¬ 
plication was filed, and has been duly prosecuted, in accor- 
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dance with the laws of the United States and the Rules of 
the Patent Office. 

5. The said application was passed upon by the 

2 Trade Mark Examiner, was forwarded to publica¬ 
tion on December 5, 1937, and was published in the 

Official Patent Office Gazette under date of December 28, 
1937, at page 782. 

6. An Opposition, numbered 17403, was filed by King 
Features Syndicate on January 6, 1938, alleging that said 
King Features Syndicate would be damaged by registration 
of the trade mark Everybody’s Weekly. 

7. The opposition was duly defended before the Trade 
Mark Examiner of Interferences in accordance with the 
laws of the United States and the Rules of the Patent Of¬ 
fice; was adjudicated; and resulted in the decree of the 
said Examiner of Interferences dismissing the opposition 
filed by King Features Syndicate, but refusing registra¬ 
tion of the plaintiff’s trade mark. Everybody’s Weekly. 

8. The refusal to register said trade mark was based on 
a previously known magazine entitled Everybody’s, alleg¬ 
edly published in England and imported into the United 
States in small quantities for distribution by subscription. 

9. From the aforesaid decision of the Examiner of In¬ 
terferences, refusing registration of plaintiff’s trade mark, 
plaintiff appealed, ex parte, to the Commissioner of Patents. 

10. King Features Syndicate did not appeal from the 
aforesaid decision of the Examiner of Interferences; and 
as to said King Features Syndicate the said decision is 
final, as held by the Commissioner of Patents in his deci¬ 
sion referred to in paragraph 11 hereof, below. 

11. The Commissioner of Patents, on appeal, in his deci¬ 
sion rendered under date of September 26, 1939, affirmed 
the decision of the Examiner of Interferences, and held that 
while the likelihood of confusion is slight, between the title 
Everybody’s Weekly for a weekly newspaper section, and 

the title Everybody’s for a weekly magazine of 

3 limited subscription circulation, still such likelihood 
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of confusion does exist, and registration of plaintiff’s trade 
mark, therefore, was, and is, refused. 

I 12. The plaintiff disagrees with the conclusion of the 
Commissioner of Patents, as stated in his decision rendered 
September 26, 1939; and contends that there is no likeli¬ 
hood of confusion in trade between the said trade marks, 
when used on the said goods and made available to the 
public in the manner aforesaid. 

^ WHEREFORE, the plaintiff demands: 

1. That this Court adjudge that plaintiff is entitled to 
registration of its trade mark. Everybody’s Weekly, afore¬ 
said. 

2. That the defendant, the Commissioner of Patents, be 
required to register the said trade mark and to issue to the 
plaintiff a proper Certificate of Registration thereof. 

3. For such other and further relief as the nature of the 
case may require. 

, FRANK E. SCRIVENER 

Attorney for Plaintiff. 

914 G Street, Northwest 
Washington, D. C. 

4 Endorsed: Filed Apr 15 1940 Charles E. Stew¬ 

art, Clerk 

In the District Court of the United States for the 
I District of Columbia 

I Civil Action, No. 6271. 

The Philadelphia Inquirer Company, Plaintiff, 

V. 

Conway P. Coe, Commissioner of Patents, Defendant. 

W. W. COCHRAN, U. S. Patent Office, 
Attorney for Defendant. 
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Answer to the Complaint. 

To the Honorable the Justices of the District Court of the 
United States for the District of Columbia. 

1. Defendant admits the allegations of organization and 
principal place of business of plaintiff. 

2. He admits the allegations of his citizenship, ofl&cial 
position, and ofl&cial residence in the District of Columbia, 
and the allegation that he is sued in his ofl&cial capacity as 
the Commissioner of Patents. 

3. He admits the allegation of jurisdiction under Sec¬ 
tion 4915 R. S. (U. S. C., title 35, sec. 63.) He admits that 
no appeal has been taken to the United States Court of 
Customs and Patent Appeals from his decision hereinafter 
referred to. 

4. He admits that plaintiff, on May 23, 1937, filed in the 
Patent Ofl&ce an application for registration of the notation 

“Everybody’s Weekly”, as a trade-mark for a 
5 weekly newspaper, to which application Serial No. 

393,143 was given. He admits that said application 
was duly prosecuted in accordance with law and the Rules 
of the Patent Ofl&ce. 

5. He admits that plaintiff’s application was examined 
by the Examiner of Trade-Marks and was published in the 
Ofl&cial Gazette of the Patent Ofl&ce on December 28, 1937. 

6. He admits that an opposition was filed to plaintiff’s 
application by King Features Syndicate on January 6, 
1938, and that said opposition was based on the ground that 
Bang Features Syndicate would be damaged by registra¬ 
tion of the mark to plaintiff. He admits that the opposition 
was given the number 17,403. 

7. He admits that the opposition was duly defended by 
plaintiff before the Examiner of Trade-mark Interferences, 
and that the opposition was adjudicated in a decision of 
the Examiner of Trade-mark Interferences dismissing the 
opposition but refusing registration of the mark to plaintiff. 

8. He admits that the registration to plaintiff was re¬ 
fused by the Examiner of Trade-Mark Interferences on the 
basis of the previously known periodical magazine entitled 
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“Everybody’s” published ir England and imported into 
the United States. 

1 9. He admits that plaintiff appealed ex parte to the Com¬ 
missioner of Patents from the decision of the Examiner of 
Trade-Mark Interferences refusing registration of the 
mark to plaintiff. 

6 10. He admits that King Features Syndicate did 

not appeal from the decision of the Examiner of 
Trade-Mark Interferences and as to it said decision is final. 

11. He admits that the Commissioner of Patents, in a 
decision rendered on September 26, 1939, affirmed the deci¬ 
sion of the Examiner of Trade-Mark Interferences and 
held that while the likelihood of confusion resulting from 
concurrent use by the applicant and by the British concern 
is slight, that fact does not remove the statutory bar against 
registration of “trade-marks which are identical with a 
registered or known trade-mark ovmed and in use by an¬ 
other and appropriated to merchandise of the same descrip¬ 
tive properties; ’ ’ and no one would seriously argue that the 
two publications are not merchandise of the same descrip¬ 
tive properties wuthin the meaning of the statute. He ad¬ 
mits that by his decision registration of the mark to plain¬ 
tiff was and is refused. He denies that his refusal is er¬ 
roneous as it is deemed that plaintiff is not entitled to reg¬ 
istration of the mark for the reasons given in the decision 
ofi the Examiner of Trade-Mark Interferences and the de¬ 
cision of the Commissioner, copies of which will be fur¬ 
nished at the trial. 

12. He admits that plaintiff disagrees with the conclu¬ 
sion set forth in said decision of the Commissioner of 
Patents. 

W. W. COCHRAN 

■ Attorney for the Commissioner, Defendant. 

April 13, 1940. 

I hereby certify that a copy of this Answer was mailed 
to I the attorney for plaintiff on April 13, 1940. 

i W. W. COCHRAN 

Attorney for Defendant. 
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143 Endorsed: Filed Apr 2-1941 Charles E. Stewart 
Clerk 

Department of Commerce 
United States Patent Ofl&ce 

To all persons to whom these presents shall come, 
Greeting; 

This is to certify that the annexed is a trne copy from 
the records of this office of the Original Petition, Statement 
and Declaration; Substitute Declaration, forming part of 
Paper filed November 23, 1937; and Notice of Publication, 
being Paper 9, in the matter of the Pending Application for 
the Registration of a Trade-Mark of The Philadelphia In¬ 
quirer Company, Filed May 22,1937, Serial Number 393,143, 
for Weekly Newspaper Section. 

In Testimony Whereof I have hereunto set my hand and 
caused the seal of the Patent Office to be affixed, at the City 
of Washington, this twenty-second day of March, in the 
year of our Lord one thousand nine hundred and forty-one 
and of the Independence of the United States of America 
the one hundred and sixty-fifth. 

CONWAY P. COE 

(Seal) Commissioner of Patents. 

Attest: 

D E WILSON 
Chief of Division. 

144 Endorsed: Mail Division May 22, 1937 U. S. 
Patent Office 

Application No. 393143 
May-22-37 223904 B—Check—15.00 
In the Department of Commerce 
United States Patent Office 
The Commissioner of Patents 
Sir: 

The Philadelphia Inquirer Company, a Corporation duly 
organized under the laws of the State of Delaware, and lo- 
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cated and doing business at Broad and Callowhill Streets, 
Philadelphia, Pennsylvania has adopted and used the trade 
mark shown in the accompanying drawing for a Weekly 
New’spaper Section, in Class 38 Prints and Publications, 
and presents herewith five specimens showing the trade 
piark as actually used by applicant upon the goods, and 
requests that the same be registered in the United States 
Patent Office, in accordance with the Act of February 20, 
1905. 

The trade mark was adopted May 14, 1937, and has been 
continuously used and applied to said goods in applicant’s 
business since May 20,1937. 

The trade mark is applied to the goods by printing the 
same thereon. 

The undersigned hereby appoints Charles K. Davies & 
Son, (Charles K. Davies, and Charles K. Davies Jr.) 900 
F Street N. W. Washington, D. C., its attorneys to prose¬ 
cute this application for registration, with full power of 
substitution and revocation, to make alterations and amend¬ 
ments therein, to receive the Certificate, and to transact all 
business connected therewith. 

THE PHILADELPHIA INQUIRER 
COMPANY 

I By CHARLES A. TYLER, 

I President and General Manager 

Philadelphia, Pa. 

May 20 1937 

145 Declaration 

State of Pennsylvania 

County of Philadelphia ss: 

I Charles A. Tyler, being duly sw’orn, deposes and says 
that he is the President of the Corporation, the Applicant 
named in the foregoing Statement; that he believes the 
foregoing Statement is true; that he believes said Corpora¬ 
tion is the owmer of the trade mark sought to be registered; 
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that no other person, firm, corporation or ai^sociation, to 
the best of his knowledge and belief, has the right to use 
said trade mark in the United States either in the identical 
form or in any such near resemblance thereto as might be 
calculated to deceive; that the said trade ma]rk is used by 
said Corporation in commerce among the s(jveral States 
of the United States; that the description and drawing 
presented truly represent the trade mark isought to be 
registered; and that the specimens show the trade mark as 
actually used upon the goods. 

CHARLES A. TYLER 

Subscribed and sworn to before me, a Notary Public, this 
20th day of May, 1937. 

WM. J. WHITE 
(Seal) Notary Public 

My Commission Expires June 27, 1940. 

146 Endorsed: Application Div. Nov 23 ’37 U. S. 

Patent Office 

Trade-Marks Nov 24 1937 U. S. Patent Office 

Declaration 

State op Pennsylvania 

County of Philadelphia ss: 

Charles A Tyler, being duly sworn, deposes and says 
that he is the President of the Corporation, the applicant 
named in the foregoing Statement; that hej believes the 
foregoing Statement is true; that he believes s;aid Corpora¬ 
tion is the owner of the trade mark sought to be registered; 
that no other person, firm, corporation or association, to 
the best of his knowledge and belief, has the right to use 
said trade mark in the United States either in the identical 
form or in any such near resemblance theretb as might be 
calculated to deceive; that the said trade mark is used by 
said Corporation in commerce among the several States of 
the United States; that the description and drawing pre- 
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sented truly represent the trade mark sought to be regis¬ 
tered; and that the specimens show the trade mark as ac¬ 
tually used upon the goods. 

CHARLES A TYLER 

Subscribed and sworn to before, a Notary Public, this 
19th day of November, 1937. 

MARY A. FULTON 

(Seal) Notary Public 

My Commission Expires at the end of the next Session 
of the Senate. 

147 Trade-Mark Division Paper No. 9 

Department of Commerce 
United States Patent Office 
Washington 

Charles K Davies & Son 

900 F St N W 

City 

' The application for the Registration of a Trade-Mark 
filed by The Philadelphia Inquirer Company, filed May 22 
1937 S N 393 143, in Class 38 (Everybody’s Weekly) has 
been examined and passed for publication, in compliance 
with section 6 of the act authorizing the Registration of 
Trade-Marks, approved February 20, 1905. 

The mark will be published in the Official Gazette of Dec 
28 1937. 

Any person w’ho believes he would be damaged by the 
i registration of this mark may oppose the same by filing 
notice of opposition, stating the grounds therefor, in the 
Patent Office within thirty days after the publication there¬ 
of, which said notice of opposition shall be verified by the 
person filing the same before one of the officers mentioned 
in section 2 of the act of February 20, 1905. 
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If no notice of opposition is filed within said time the 
Commissioner may issue a certificate of reigistration. 

Copies of the Trade-Mark portion of th^ Official Gazette 
containing the publication of the mark may be obtained as 
soon as published at 10 cents each, from the Superintendent 
of Documents, Government Printing Office. 

Respectfully, 

CONWAY P. C(!)E 
Commissioner \of Patents. 

148 Endorsed: Filed Apr 2- 1941 ([harles E. Stew¬ 
art, Clerk 

Department of Commerce 
United States Patent Offic^ 

To all persons to whom these presents shall come, 
Greeting: 

This is to certify that the annexed is a 
the records of his office of Papers 26, 2 
matter of Opposition Number 17,403, Kihg Features Syn¬ 
dicate, Inc. vs. The Philadelphia Inquirer Company, Trade- 
Mark for Weekly Newspaper Section. | 

In Testimony Whereof I Have hereunto jset my hand and 
caused the seal of the Patent Office to be affixed, at the City 
of Washington, this twenty-second day (!)f March, in the 
year of our Lord one thousand nine hundred and forty-one 
and of the Independence of the United States of America 
the one hundred and sixty-fifth. 


true copy from 
and 33, in fihe 


(Seal) 

Attest: 

D E WILSON 
Chief of Division. 


CONWAY P. COE 
Commissioner of Patents, 
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149 Endorsed: Mailed Jan 13 1939 

Final Hearing ADB :EE 

December 20, 1938. 

I In The United States Patent Office. 


Opposition No. 17403. 

King Features Syndicate, Inc. 

V. 

The Philadelphu Inquirer Company 

Application No. 393,143, Filed May 22, 1937, 
Published December 28,1937. 


Weekly Newspaper Section 


Messrs. Mock & Blum for King Features Syndicate, Inc. 
Charles K. Davies & Son for The Philadelphia Inquirer 
Company. 


This is an opposition in which only the opposer has filed 
testimony. Each of the parties has filed a brief and was 
represented by counsel at the hearing. 

The allegations of fact contained in the notice of opposi¬ 
tion relate to and seek to draw in the confusion in trade 
clause of Section 5 as the sole statutory ground for negativ¬ 
ing the right of registration (Section 7) claimed by the 
applicant. 

The testimony fails to show, and the opposer does not 
seem to contend, that it has had use in trade of the mark 
upon which it relies as of a date as early as that to which 
the applicant is entitled. The opposer is therefore deemed 
to lack the right to here intervene between this Office and 
the applicant. 

150 The Standard Brewery Co. of Baltimore City v. 

Interboro Brewing Co., Inc., 222 0. G. 728; 44 App. 
D. C. 193; 1916 C. D. 114. 
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The notice of opposition is accordingly dismissed. 

Regardless of any right of the opposer to intervene be¬ 
tween this OflSce and the applicant, there remains to de¬ 
termine the question of whether the latter I is entitled to 
registration upon its application. j 

Skookum Packers Association v. Pacific Northwest Can¬ 
ning Co., 403 0. G. 515; 45 F. (2d) 912; 18 C. C. P. A. 792. 

This turns upon whether or not the “confusion in trade” 
clause of Section 5 inhibits issuance of the registration 
sought by the applicant. 

The mark shown in the application in question consists 
essentially of the notation “Everybody’s Weekly,” for use 
in connection with a “weekly newspaper section.” 

The opposer’s Exhibit No. 1 is a printed publication bear¬ 
ing the notation “Everybody’s” in association with the 
words “the popular weekly,” on the title 
notation “Everybody’s Weekly” as a capti 
maining pages. This publication is deemed 
same descriptive properties as that sold by 
and the marks respectively afl&xed to these! goods are be- 
lived to bear such near resemblance as to be likely to cause 
confusion in trade. 

The opposer’s testimony is deemed suflScient to show that 
the magazine represented by the exh|ibit mentioned, 
151 a British publication, has been sold in 
of a date prior to the earliest date of 
the applicant. In view thereof it is held that the latter can¬ 
not qualify as an owner of the mark. 

For the reasons stated, it is hereby adjudged that the 
applicant is not entitled to the registration 
made application. 

Limit of appeal—Applicant: February 2j 1939. 

Limit of appeal—Opposer; February 13^ 1939. 

J. CARNES j 
Examiner of Interferences, 
Room 308f. 

January 13, 1939. 


page, and the 
on for the re- 
to possess the 
the applicant. 


this country as 
use claimed by 


or which it has 
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,152 Endorsed; Docket Division Feb 3 1939 U. S. 
Patent Office 

Endorsed: Mail Division Feb 2 1939 U. S. Patent Office 
Feb—2-39 151486 E - Check — 15.00 — 

In the Department of Commerce 
United States Patent Office 
I Opposition No. 17403 

King Features Syndicate, Inc., Opposer 

vs. 


The Philadelphia Inquirer Co., Applicant 

The Commissioner of Patents 
Sir; 


The Philadelphia Inquirer Co., Applicant, hereby Appeals 
to the Hon. Commissioner of Patents from the decision of 
the Examiner of Interferences of January 13,1939 wherein 
registration of applicant’s trade mark was refused on the 
ground that confusion was likely to result from the registra- 
of the trade mark. 

The Appeal to the Commissioner is taken on the ground 
that the Examiner of Interferences erred in so holding. 

The Appeal fee of $15.00 is filed herewith. 

An oral hearing is requested. 

Very respectfully. 


THE PHILADELPHIA INQUIRER CO. 

By CHAS K. DAVIES & SON 
Attorneys 

Feb. 1, 1939 

A copy of this Notice of Appeal has been served on Mock 
& Blum, Attorneys for Opposer, by mailing a copy thereof 
to their offices at 10 East 40th St. New York City. 
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153 Endorsed: Docket Division Sep 26 1939 Copy 
Mailed 

Hearing: LB 

June 12,1939 

In the United States Patent Oflice 
King Features Syndicate, Inc. 


vs. 

The Philadelphia Inquirer Company 


Appeal from Examiner of Interferences 


Opposition No. 17,043 to Registration of Trade-Mark of 
The Philadelphia Inquirer Company for Weekly News¬ 
paper Section, application filed May 22, 1937, Serial 
No. 393,143, published December 28,1937. 


Mock & Blum for King Features Syndicate, Inc. 

Charles K. Davies & Son for The Philadelphia Inquirer 
Company. 


Recorded Vol. 163, P. 380. 

In the above entitled proceeding the examiner of interfer¬ 
ences dismissed the opposition of King Features Syndi¬ 
cate, Inc., to the application of The Philadelphia Inquirer 
Company for registration of a trade-mark; but refused 
registration on the ground that applicant’s mark is substan¬ 
tially the same as the trade-mark of a third party used upon 
goods similar to those described in the application. Op- 
poser took no appeal, and as to it the decision has become 
final. The case is before me ex parte on applicant’s appeal 
from the examiner’s refusal to register. 

Applicant’s mark is the notation “Everybody’s Weekly,” 
which is the title of the magazine section of 
154 the Sunday edition of applicant’s newspaper. Op- 
poser alleged in the notice of opposition, and proved 
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by the testimony submitted in its behalf, that a British pub¬ 
lication bearing the same title has been continuously sold in 
the United States since a time prior to applicant’s date of 
first use. This publication is referred to in the testimony 
as “a humorist publication, used by a lot of radio entertain¬ 
ers and social entertainers.” 

Pointing out that one of opposer’s attorneys of record 
acted as notary public in the taking of opposer’s testimony, 
and that objection was made to the introduction of oppos¬ 
er’s exhibit 1, which is a copy of the British publication, 
counsel for applicant suggest that opposer’s entire evidence 
should be suppressed, and that the exhibit should be stricken 
from the record. No motion to strike was interposed, how¬ 
ever, nor was any objection made to the attorney’s acting as 
notary; so that these matters must be deemed to have been 
waived by applicant. 

Counsel insist that because the two publications to which 
the mark is applied differ widely as to subject matter, man¬ 
ner of sale, class of purchasers reached, and territory cov¬ 
ered in their circulation, there is no likelihood of confusion 
between applicant’s mark and that of the British concern. 
It must be conceded that the likelihood of confusion is 
slight, but that fact does not remove the statutory bar 
against registration of “trade-marks which are identical 
with a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the 
155 same descriptive properties; ” and no one would seri- 

, ously argue that the two publications are not mer¬ 
chandise of the same descriptive properties within the 
meaning of the statute. 

The decision of the examiner of interferences is affirmed. 

I LESLIE FRAZER 

I Assistant Commissioner 

September 26, 1939 
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156 Endorsed: Filed Apr 2 - 1941 Charles E. Stew¬ 
art, Clerk. 

In the United States Patent Ofl5ct 

I 

Opposition No. 17,403 ! 

EIing Features Syndicate, IncJ 

i 

VS. j 

i 

The Philadelphia Inquirer Company 

Deposition of William Gudermaii 

Return to j 

Chas. K. Davies & Son ! 

900 F St. N. W. Washington, D. C. j 

157 In the United States Patent Office 

Opposition No. 17,403 
King Features Syndicate, Inc. 
vs. 

The Philadelphia Inquirer Company 

Met pursuant to the annexed notice at the office of Mock 
& Blum, 10 East 40th Street, Borough of Manhattan, New 
York City, at 11 o’clock A. M. on Wednesday, July 6,1938, 
before Alexander Friedman, Notary Public. 

Appearances: 

Mr. Charles K. Davies, Jr., representing Davies & Son, 
attorneys for the Philadelphia Inquirer Company. 
Mr. Hugo Mock, of Mock & Blum, and Mr. Alexander 
Friedman, representing King Features Syndicate. 

It is Hereby Stipulated and Agreed by and between the 
attorneys for the respective parties, that the deposition 
may be taken down stenographically. 

William Gruderman, being duly sworn as a witness on 
behalf of the King Features Syndicate, replied as follows 
in response to interrogatories propounded 
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By Mr. Mock: 

Q. 1. Your name is? William Guderman. 

Q. 2. Your age? A. 42. 

158 Q. 3. Your residence? A. 635 West 174th Street, 
New York City. 

Q. 4. Your occupation? A. Clerk. 

Q. 5. Where? A. Overseas Publications, Inc. 

Q. 6. Where are they? A. 1187 Sixth Avenue. 

I Q. 7. What do they deal in? A. Foreign publications. 
Q.8. At retail? A. Retail, yes. 

Q. 9. It is a retail store? A. Retail store. 

,Q. 10. And they specialize in foreign publications? A. 
Yes, they specialize in foreign publications. 

Q. 11. How long have they been there ? A. Twelve years. 
Q. 12. And how long have you been with them? A. 
Twelve years. 

Q. 13. Are you an employe of the place? A. One of the 
officers of the corporation. 
iQ. 14. What officer are you? A. President. 

Q. 15. You own stock in the corporation? A. Yes. 

Q. 16. Is that your sole means of livelihood? A. That is 
right. 

Q. 17. And you import English publications among 
others? A. English publications, French, German, Spanish, 
all over. 

Q. 18. And you specialize in this field? A. Yes. 

Q. 19. What English publications among others; name 
a few that you import regularly? A. Tid Bits, John Bull, 
Illustrated London News, Tatler, Sketch, Bystander, 

159 News of the World, London Daily Times, Daily Tele¬ 
graph, Sunday Observer, Sunday Times. 

Q. 20. Any others? A. Many of them. Answers, Hu¬ 
morist, Punch, John 0’London’s Weekly, New Statesmen 
and Nation, Everybody’s Weekly. 

Q. 21. In what class is the publication known as Every¬ 
body’s Weekly? A. It is more of a humorist publication, 
used by a lot of radio entertainers and social entertainers. 
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Q. 22. I show you a copy dated December 25, 1937. A. 
That is the publication, and I have handled that for about 
six years to my knowledge. 

Q. 23. At the premises mentioned? A. At the premises 
mentioned. We have been there for twelve y^ears. 

Q. 24. What is this publication ? A. It is a Veekly. 

Q. 25. And you handled it there for the la|st six years? 
A. Yes, for the last six years. I 

Q. 26. How many copies do you sell? A. Th^t all depends 
on the season. At present we only sell two copies; during 
the season sometimes 8 and 10 copies weekly. 

Q. 27. You never import less than two copies a week and 
never more than about 10? A. More, yes, sometimes more. 
That all depends on how many subscriptions we get, but 
never less than two. I 

Q. 28. And that is continuous ? A. Yes. | 

Q. 29. There is not any possibility ^f your being 
160 mistaken about that? A. No. | 

Q. 30. You handled it for six years ?J A. Yes. 

Q. 31. Do you know how old the magazine ts ? A. To my 
knowledge, when it first came out I began handling it, be¬ 
cause they usually send us any new magaziije that is pub¬ 
lished on the other side. 


I 


p commedians, 
s out of them. 


Q. 32. Who buys these magazines? A. Radic 
social entertainers. They get a lot of stories 
jokes. 

Q. 33. You mean people who want to use the jokes in 
their business? A. That is right. | 

Q. 34. And that is a characteristics copy^ that issue of 
December 25th? A. It is the type of magazine they pub¬ 
lish. 

By Mr. Mock: That copy is offered in eyidence as Op- 
poser’s Exhibit No. 1. | 

By Mr. Davies: I object to the admission of Opposer’s 
Exxhibit No. 1, as being incompetent to the ipatter at issue. 
Counsel for Applicant, however, concedes jfchat the maga¬ 
zine entitled “Everybody’s”, a British Publication, has 
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been in use since prior to Applicant’s first date of use, as 
alleged in the application. 

I Q. 35. Now, how is this billed to you? A. Weekly, they 
are being billed to us weekly. We receive with the article 
attached—there is a bill of periodicals and they have a list 
of their periodicals that they send and here is the way that 
bill was. At present we received the latest bill of two 
copies on the Queen Mary. 

161 By Mr. Mock: The bill in evidence in question of 
June 28, 1938, is offered in evidence as Opposer’s 

Exhibit No. 2. 

By Mr. Davies: May I see Exhibit 1 ? 

By Mr. Mock; Yes. (handing same to Mr. Davies) 

Q. 36. Have you got a supply of these bills? A. I file 
them away as soon as I get through with them. 

Q. 37. How long do you keep them? A. A year or so. 

Q. 38. That is all? A. Yes. 

Q. 39. Do you sell those only over the counter or do you 
mail them out? A. When we get a subscription we mail 
them out and w’e usually have enough of them to sell them 
over the counter. 

Q. 40. Where have you mailed them to? A. That is hard 
to say; mail them all over sometimes. 

Q. 41. All over the country? A. Yes. 

Q. 42. It depends where the entertainers are operating? 
A^ That is right. Sometimes we get an order; when they 
leave three or four weeks they ask us to mail them there. 

Q. 43. But you certainly mail them to other places? A. 
Oh, yes, we mail them many places. 

Q. 44. To other States? A. Yes. 

Q. 45. And you have done this all these years ? A. Yes, 
but we don’t keep a record of those. 

162 Q. 46. What is the retail price of this? A. Ten 
cents. 

Q. 47. And you pay about three pence for it? A. Well, 
of course, the price, that is on the bill there. That has 






21 


got to include the commission and transportation, broker¬ 
age charges. It amounts to six or seven cents per copy. 
By Mr. Mock: That is all. ! 

By Mr. Davies: No cross-examination, I 

Deposition closed. 

I 

Signature waived. 

The Opposer hereby gives notice that at thi final hearing 
it will rely upon the following registrations :| 

No. 172,098 Aug. 21,1923 Heine Service] Ltd. 

No. 186,498 July 22,1924 The Bell Syndicate, Inc. 

No. 197,321 Apr, 14,1925 Everybody’s Poultry Maga¬ 
zine Publishing Co. 

No. 255,777 Apr. 30,1929 Everybody’s Paily Publish¬ 
ing Co., Inc.| 

No. 261,384 Sept. 17,1929 Everybody’s Business 

No. 269,164 Mar. 25,1930 Everybody’s Health 

By Mr. Davies: I object to the admission of these copies 
as being incompetent to the issues. i 

163 State of New York, City and County of New York, ss: 

I, Alexander Friedman, a Notary Public within 
and for the County of Queens, with certificate filed in New 
York County, Do Hereby Certify that the foregoing depo¬ 
sition of William Guderman was taken on behalf of King 
Features Syndicate, Inc. at the office of Mock & Blum, 10 
East 40th Street, Borough of Manhattan, New York City, 
in said County on July 6, 1938; that said witness was by 
me duly sworn before the commencement of his testimony; 
that the testimony of said witness was taken down steno- 
graphically in by presence; that the opposing party was 
represented by counsel during the taking of said testimony; 
that said testimony was taken at New York on the 6th day 
of July, 1938, at 11 o’clock A. M. and was concluded 
on the same day; that the signing of the deposition by the 
witness was waived by the parties hereto; that I am not 



22 


connected by blood or marriage with either of said parties, 
nor interested directly or indirectly in the matter in con¬ 
troversy. 

'In Testimony TVliereof I have hereunto set my hand and 
affixed my seal of office at New York, in said County, this 
8th day of July, 1938. 


*'• • • * * • • • * 

132 Def. Ex. No. 1 

' Filed Jun 12 1941 Charles E. Stewart, Clerk 
The Phil^vdelphia Ixquieer Company 

V. 

Coe 

Civil Action No. 6271. 

—Decision of Examiner of Interferences in Opposition 
No. 17,403. 

B—Decision of Assistant Commissioner of Patents. 

C'—Decision of Assistant Commissioner of Patents Petition 
for a Rehearing and Reconsideration. 
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139 Docket Division Jan 16 1941 Copy ailed 

Recorded V<il. 163, P. 671 

In the United States Patent Offic^ 

_ 

King Features Syndicate, iNC.j 

V. [ 

The Philadelphia Inquirer Company 


Petition 


Opposition No. 17,403 to Registration of 'Ijrade-Mark of 
The Philadelphia Inquirer Company for iWeekly News¬ 
paper Section, application filed May 2^, 1937, Serial 
No. 393,143, published December 28, 193j7. 


Mock & Blum for King Features Syndicate, ^nc. 

Charles K. Davies & Son for The Philadelphia Inquirer 
Company. I 


The Philadelphia Inquirer Company petitions for a re¬ 
hearing and reconsideration of its ex partjs appeal from 
the decision of the examiner of interferences, who dis- 
missed the opposition, but refused the registration applied 
for by petitioner. The examiner wns affirmied by me in a 
decision rendered September 26, 1939. (5(|)7 0. G. 1045, 
43 U. S. P. Q. 20.) In that decision I saidj 
“Applicant’s mark is the notation ‘Everybody’s Weekly,’ 
which is the title of the magazine section Df the Sunday 
edition of applicant’s newspaper. Opposer alleged in the 
notice of opposition, and proved by the testinliony submitted 
in its behalf, that a British publication befiring the same 
title has been continuously sold in the Unit<jd States since 
a time prior to applicant’s date of first use. This 
140 publication is referred to in the testimony as ‘a hu¬ 
morist publication, used by a lot of radio entertain¬ 
ers and social entertainers.’ • • • 



I “Counsel insist that because the two publications to which 
the mark is applied differ widely as to subject matter, man¬ 
ner of sale, class of purchasers reached, and territory cov¬ 
ered in their circulation, there is no likelihood of confusion 
between applicant’s mark and that of the British concern. 
It must be conceded that the likelihood of confusion is 
slight, but that fact does not remove the statutory bar 
against registration of ‘trade-marks which are identical 
with a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same 
descriptive properties;’ and no one would seriously argue 
that the two publications are not merchandise of the same 
descriptive properties within the meaning of the statute.” 

The instant petition is predicated upon the recent case 
of McGraw-Hill Publishing Co. v. American Aviation As¬ 
sociates, Inc., 47 U. S. P. Q. 494, which petitioner asserts 
to be a controlling authority adverse to the conclusions I 
reached in affirming the examiner. In that case the United 
States Court of Appeals for the District of Columbia held 
that there was no reasonable likelihood of confusion be¬ 
tween the title “Aviation” and “American Aviation,” both 
applied to periodicals. The action, however, was one for 
trade-mark infringement and unfair competition, and did 
not involve the question of registrability of one trade-mark 
over another, which is the only question presented 
141 here. Moreover, in determining that, question likeli¬ 
hood of confusion is material only in the absence of 
identity, and in my opinion petitioner’s mark and the mark 
of the reference are in legal contemplation identical. Thus 
the bar of the statute is absolute, and the Patent Office has 
no alternative but to refuse the proposed registration. 

The petition is denied. 

Leslie Frazer, 

I Assistant Commissioner 


January 16, 1941 
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65 In the District Court of the United States 

For the District of Columbia 

Civil Action No. 6271 

Philadelphia Inquirer Company, Plaintiff, 

V. 

Conway P. Coe, Commissioner of Patents, Defendant. 
Filed April 15, 1941 

The Courtis Findings of Facts and Conclusion of Law 

In the above entitled case the court makes the following 
findings of fact: 

1. On May 20, 1937, the Philadelphia Inquirer (a news¬ 
paper publisher) filed in the United States Patent Office 
an application for registration of the trade-mark “Every¬ 
body’s Weekly” for a weekly newspaper section, reciting 
the adoption of the mark on May 14, 1927 and its continu¬ 
ous use thereafter in interstate commerce. After a hearing 
the Examiner in the Patent Office refused the registration 
on the ground that the same trade-mark was in previous 
use by the publisher of a British magazine which had for 
several years prior therto been sold in interstate commerce 
in the United States. The applicant for registration took 
an ex parte appeal to the Commissioner of Patents who 
affirmed the Examiner. The applicant thereafter filed its 
original complaint in this court against the Commissioner 
to require registration of the mark. 

66 2. The mark of the applicant for registration is 
identical with the mark in prior use by the British 

magazine which is sold under the name “Everybody’s 
WeeHy.” 

3. The section of the Sunday edition of the Philadelphia 
Inquirer to which the mark “Everybody’s Weekly” is ap¬ 
plied, is, within the meaning of the applicable registration 
statute, merchandise of the “same descriptive properties” 
as the British magazine called “Everybody’s Weekly”. 
Both are publications printed in English. The nature of 
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the contents of both is quite similar, consisting of stories 
and other articles copiously illustrated by pictures, and 
I some advertising matter. There are some differences in size 
and number of pages. 

4. The testimony in this case of trade witnesses is to the 
effect that by reason of difference in method of present dis- 
jtribution of the two printed publications, confusion of the 
public with respect to the two is very improbable if not 
impossible. 

Conclusion of Law 

The court’s conclusion of law is that under the applicable 
federal registration statute (15 USCA, s. 85) the applicant 
I was not entitled to registration of its mark. 

W. CALVIN CHESTNUT 

XJ. S. District Judge. 

April 15, 1941. 

67 In the District Court of the United States 
For the District of Columbia 

; Civil Action No. 6271 

Philadelphia Inquirer Company, Plaintiff, 

V. 

Conway P. Coe, Commissioner of Patents, Defendant. 
Filed April 15, 1941. 

Mr. Frank E. Scrivener, Washington, D. C. 

Mr. Charles K. Davies, Jr. do 

For Plaintiff 

Mr. W. W. Cochran, U. S. Pat. Off. Washington, D. C. 

For Defendant 

Chestnut, District Judge, 

The question to be decided in this case is whether the 
Philadelphia Inquirer Company (a newspaper publisher) 
is entitled to federal registration of the trade-mark 
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“Everybody’s Weekly” for a “weekly newspaper section”. 
The mark was rejected by the Examiner in the Patent Office, 
and also by the Commissioner on an ex parte appeal to him, 
on the ground of prior ownership and use of the same 
68 mark by a British weekly magazine. 

There are no jurisdictional or procedural questions 
raised in the case. It is conceded that the application for 
registration was duly conducted in the Pateht Office; that 
no appeal was taken to the United States Coiirt of Customs 
and Patent Appeals; and the jurisdiction o^ this court to 
entertain the case is based on the Federal Tijade-Mark Act 
of February 20,1905, c. 592, s. 9, as amended March 2,1929, 
s. 488, s. 2b. now codified in 15 USCA, s. 89, which, as con¬ 
strued by the Supreme Court, makes appli<jable the pro¬ 
cedure by bill in equity to obtain a patent provided for in 
35 USCA, s. 63 (R. S. 4915). American Steel Foundries 
V. Robertson, Commissioner, 262 U. S. 209; l^aldwin Co. v. 
Robertson, Commissioner, 265 U. S. 168; Pennzoil Co. v. 
Hercules Powder Co. 95 F. 2d. 339; Brackett Co. v. Cham¬ 
berlain Co. 3 Cir. 81 F. 2d. 866, cert. den. 299 U. S. 503. 

The Philadelphia Inquirer filed its application for regis¬ 
tration on May 20, 1937, reciting the adoption of the mark 
on May 14, 1927 and its continuous use in ijiterstate com¬ 
merce thereafter. On examination the apiplication was 
passed for publication which was made in tie Official Ga¬ 
zette December 28,1937. Opposition was filed by King Fea¬ 
tures Syndicate, Inc., based on its use of the mark or name 
“Everybody’s Pictorial Weekly” in connection with a 
newspaper section; but, after hearing, the opposition was 
dismissed on the failure to show priority in ^se by the op- 
poser. Nevertheless the Examiner refused registration be¬ 
cause in the opposition proceeding an exhibit had been of¬ 
fered in evidence showing use of the mark by a magazine 
published in London, England, which had been sold in the 
United States in interstate commerce for several years 
prior to the earliest date of use claimed by the applicant, 
who thereupon appealed to the Commissioner. The 
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69 opposer took no appeal. The Commissioner affirmed 
I the Examiner in refusing registration of the mark. 
The gist of his ruling is pointed out in the final paragraph 
of a short opinion reading as follows: 

^‘Counsel insist that because the two publications to 
, which the mark is applied differ widely as to subject mat¬ 
ter, manner of sale, class of purchasers reached and terri¬ 
tory covered in their circulation, there is no likelihood of 
confusion between applicant’s mark and that of the British 
concern. It must be conceded that the likelihood of con¬ 
fusion is slight, but that fact does not remove the statutory 
bar against registration of ‘trade-marks which are identi- 
ical with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the 
same descriptive properties;’ and no one would seriously 
argue that the two publications are not merchandise of the 
same descriptive properties within the meaning of the stat¬ 
ute.” 

In the trial of the case in this court the testimony of 
two trade witnesses was submitted to the effect that in 
their opinions there would be no confusion in the trade be¬ 
tween the section of the weekly newspaper of the Phila¬ 
delphia Inquirer carrying the mark “Everybody’s Weekly” 
and that of the British magazine entitled on the outside 
cover “Everybody’s—the popular Weekly” and the inside 
pages containing the caption “Everybody’s Weekly”. By 
a deposition taken in the interference proceeding in the 
Patent Office, it appeared that a New York news dealer had 
for some six years prior to 1938 handled the British maga¬ 
zine, importing it directly from London and selling a lim¬ 
ited number of copies some times by subscription and some 
times at retail. The prior use of the mark by the British 
magazine was conceded by counsel for the Philadelphia 
Inquirer Company. A physical comparison of the news¬ 
paper section forming a part of the Sunday edition of the 
Philadelphia Inquirer, to which the mark “Everybody’s 
Weekly” is applied, with the British magazine dis- 
70 closes a general similarity of subject matter, and 
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little difference in physical appearance. The con¬ 
tents of both are principally short stories or other articles 
very copiously and largely illustrated by pictures, with 
some advertising matter. The chief physical difference is 
in size, the newspaper section consisting of a comparatively 
few pages, the sheets approximating the s|[ze of a news¬ 
paper, while the British magazine more nehrly resembles 
the kind of of a publication generally referred to as a mag¬ 
azine, although in the particular instance it is evidently one 
of the cheaper varieties selling in London for 2 pence per 
copy and at retail in this country at 10 cents per copy. The 
opinion of the trade witnesses that confusion to the public 
as purchasers does not exist was based principally on the 
fact that the method of distribution of the :wo periodicals 
is different, in that the British magazine is sold individu¬ 
ally as an entity, while the weekly newspaper section is 
sold presently only as a part of the Sunday Philadelphia 
Inquirer, and that a purchaser of the lattejr does not ask 
for the section called “Eveiybody’s Weekly” but for the 
“Philadelphia Inquirer”. But of course the present method 
of distribution may conceivably be changed for one or 
both of the publications although it is faij-ly to be noted 
that the application for the registration of the mark is 
expressly limited to use for a weekly ne^Jspaper section. 

The controlling statute on the right to j registration is 
section 5 of the Act of Congress of February 20, 1905, now 
with amendments codified in 15 USCA, s. 85. This, so far 
as applicable, provides: 

“No mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class 
shall be refused registration as a trade-iaark on account 
of the nature of such mark unless sr|ch mark—” 

71 consists of certain prohibited matter— 

Provided, That trade-marks whith are identical 
with a registered or known trade-mark ov^ned and in use 
hy another and appropriated to merchandise of the same 
descriptive properties, or which so nearly jresemble a reg¬ 
istered or known trade-mark and in use by Another and ap- 
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propriated to merchandise of the same descriptive proper¬ 
ties as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers shall not he reg¬ 
istered:” (Italics supplied) 

Analysis of the quoted proviso shows that therein two 
separate classes of marks are not entitled to registration: 
(1) the mark which is identical with another prior mark 
appropriated to merchandise of the same descriptive prop¬ 
erties (or, for short, of the same class); and (2) marks 
which though not identical so nearly resemble another prior 
mark applied to the same class of merchandise that thereby 
confusion would be likely to result. As to the first class, if 
the marks are identical and the merchandise the same, 
registration is by the statute refused without extrinsic 
proof as to the likelihood of confusion ; while in the second 
class, where the marks are similar but not identical, the 
registration is permitted, even though the merchandise is 
01 the same class, unless the similarity of the marks is 
likely to cause confusion. 

I In the instant case the marks themselves are clearly iden¬ 
tical, and if the merchandise to which they are respectively 
appropriated is of the “same descriptive properties 
then, by the very terms of the statute, registration of the 
mark is not permissible. The determinative question there¬ 
fore is whether the newspaper section of the Philadelphia 
Inquirer is an article of the “same descriptive properties’^ 
as the British magazine. I conclude that the two publica¬ 
tions are of the same class, and, therefore, the Commis¬ 
sioner was right in refusing registration, and the 
72 complaint must be dismissed. 

The principal contention of counsel for the plain¬ 
tiff here is that the mark should be registered because the 
evidence affirmatively shows that confusion is not likely 
to result, even though the two publications are of the same 
descriptive properties, or the same class, in the ordinary 
sense of the words of the statute; or, as otherwise stated, 
that, to determine whether merchandise is of the same class, 
resort must be had to the extrinsic evidence of possible 
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confusion, or its absence, even though the merchandise on 
inspection is obviously intrinsically of the same class. 1 
do not think this is the proper construction of the statute. 
The test of confusion is expressly related to the similarity 
of the marks, and not to the determination of the descrip¬ 
tive properties of the merchandise. The latter is to be 
determined, like other questions of fact, on the whole of 
the relevant evidence. If the merchandise of itself is obvi¬ 
ously of the same class, that fact cannot properly be dis¬ 
regarded merely because individual opinio^ testimony of 
witnesses tends to show that likelihood of coinfusion is non¬ 
existent. But of course where there is doubt whether the 
merchandise, intrinsically considered, is of the same class, 
resort may very properly be had to extrinsic evidence as 
to confusion, which may in any such given pase be of con¬ 
trolling importance in view of the undoubted consideration 
that the primary purpose of the whole trade-mark law, as 
a part of the wider subject of unfair compel^ition, is to pre¬ 
vent confusion of the public as to the origin of goods of 
competing vendors. American Steel Foundries v. Robert¬ 
son, 269 U. S. 372, 380; 63 C. J. Trade-Mark^, p. 474, s. 147; 
Affiliated Products Inc. v. Crazy Water Co. (C. C. P. A.) 
104 F. 2d. 366, 367. 

The contention that obvious intrinsic sin ilarity of mer¬ 
chandise can be negatived by evidence showing absence of 
likelihood of confusion is given some color by certain lan¬ 
guage used in some of the earlier decisions of the 
73 Court of Customs and Patent Appcalls, a court spe¬ 
cially experienced in trade-mark la\ir by reason of 
the numerous cases presented to it on appeals from the 
Commissioner of Patents. In B. F. Goodrich Co. v. Hock- 
meyer, 40 F. 2d. 99,103, it was said: 

‘‘the words ‘same class’ and ‘same descriptive proper¬ 
ties’ were intended to be given a limited or an extended 
meaning and application, according to whether or not the 
use of identical or similar trade-marks would be likely to 
cause confusion or mistake in the mind of the public or to 
deceive purchasers.” 
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As pointed out by Judge Lenroot in a special concurring 
opinion in the same case (page 105) the seeming effect of 
this construction of the statute is that “the consideration 
of confusion is always necessary in order to determine 
class.” But in the much later case of Meredith Pub. Co. v. 
0. M. Scott & Sons Co. 88 F. 2d, 323, 326, presiding Judge 
Graham, after adverting to some expressed uncertainty 
as to the effect of former decisions of the court in relation 
to the subject matter, and after extensive review of the 
cases, corrected the misapprehension by saying: 

“It is true that in both the preceding cases, there w’ere 
expressions which taken by themselves, and without regard 
to the context and the general purport of the opinions, 
might have indicated that the existence of confusion was 
the test by which we should determine whether the goods 
w'ere of the same descriptive properties. However, the 
cases should not be so read. When we consider the degree 
of similarity of the trade-marks and the goods involved in 
those cases, the state of the facts and the general conclu¬ 
sions arrived at by the court, it will be seen that the court 
was endeavoring to give the w’ords ‘same descriptive prop¬ 
erties’ a reasonable application and meaning, in order to 
effectuate the purposes of the registration act, and did not 
have in mind the virtual elimination of the words from the 
statute. ’ ’ 

It is quite impossible in an opinion of any ordinary length 
to i review the multitudinous cases in the Court of Customs 
and Patent Appeals and in other courts in which the simi- 

i larity of marks or merchandise have been considered 
74 in relation to trade-marks. Each case is necessarily 
ruled by its peculiar facts. But generally it may be 
deduced from many decisions of the Court of Customs and 
Patent Appeals that that court has given a very liberal 
interpretation to the phrase “merchandise of the same de¬ 
scriptive properties” for the purpose of effecting what is 
considered the dominant purpose of the Act, to prevent 
possible confusion, with the result that many identical or 
similar marks have been refused registration even when 
thb respective articles were, intrinsically considered, quite 



33 


different. Thus, under particular facts, canned fish and 
canned tea were held of the same descriptive properties 
(Tetley & Co. Inc., v. Bay State Fishing Co. 82 F. 2d. 299); 
and hoots and shoes were held of the same class as leggings, 
knickerbockers and rompers, (B. F. Goodrich & Co. v. llock- 
meyer, 40 F. 2d. 99); and horse-radish, olive spread and 
similar relishes were held of the same class as coffee and 
tea, (Cheek-Neal Coffee Co. et al, v. Hal Dick Mfg. Co. 40 
F. 2d. 106,107); and a packaged pectin product for making 
jams and jellies was held of the same class as packaged 
dried skimmed milk, (General Foods Corp. v. Casein Co. 108 
F. 2d. 261). The liberality of these decisions, in order to 
prevent possible confusion, may be seen upon comparison 
with the Supreme Court cases of American Steel Foundries 
V. Robertson, Commissioner, 269 U. S. 372, 380, and Beech- 
Nut Packing Co. v. Lorillard, 273 U. S. 629; and also Wag¬ 
ners Sons Co. V. Orange Snap Co. 5 Cir. 18 F. 2d 554. Cer¬ 
tainly the Court of Customs and Patent Appeals has gener¬ 
ally applied a more liberal interpretation of the statutory 
phrase “merchandise of the same descriptive properties” 
than is necessary in this case to uphold the action of the 
Commissioner No case has been called to my attention un¬ 
der comparable facts that would justify the conclusion that 
the respective publications in the instant case do not con¬ 
stitute merchandise of the “same descriptive prop¬ 
erties”. 

75 It must also be remembered that the statute is 
necessarily of limited scope and effect in that it does 
not create or establish substantive property rights in trade¬ 
marks, which really depend upon the laws of the particular 
States (American Steel Foundries v. Robertson, supra, p. 
381); and the effect of registration is not to create trade¬ 
mark rights theretofore non-existent, but only to give pub¬ 
licity to existing rights and claims and to facilitate reme¬ 
dies therefor. United States Ptg. & L. 'Co. v. Griggs, 
Cooper & Co. 279 U. S. 156; 63 C. J. Tradejmarks, pp. 505, 
506, s. 205. A trade-mark owner who seexs the benefit of 
the registration statute must obviously accept the condi¬ 
tions on which the permission for registij^ation is given. 
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As the applicable language of the statute refuses registra¬ 
tion where the mark is identical with a prior mark on the 
same class of goods, the applicant for registration here has 
no just cause of complaint because his mark was denied 
registration. The Commissioner well summarized the mat¬ 
ter when he finally said: 

“It must be conceded that the likelihood of confusion is 
slight, but that fact does not remove the statutory bar 
against registration of ‘trade-marks which are identical 
with a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same 
descriptive properties’; and no one would seriously argue 
that the two publications are not merchandise of the same 
descriptive properties within the meaning of the statute.” 

W. CALVIN CHESNUT 

United States District Judge 
(By Special Assignment) 

76 Filed Apr 18 1941 Charles E. Stewart, Clerk 
Book 25, Page 308 

In the District Court of the United States 
for the District of Marvland 
Civil Action No. 6271 

Philadelphia Inquirer Company, Plaintiff, 

V. 

, Conway P. Coe, Commissioner of Patents, Defendant. 

Order 

The above entitled case having come on for hearing, testi¬ 
mony was taken and counsel heard. Thereafter upon con¬ 
sideration, it is now ORDERED AND ADJUDGED by the 
District Court of the United States for the District of Co¬ 
lumbia this 15th day of April, 1941, that the complaint 
herein be and the same is hereby dismissed, mth taxable 
court costs awarded to the defendant. 

W. CALVIN CHESNUT, 

U. S. District Judge 

(By special assignment) 
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77 Filed May 14 1941 Charles E. Stewarj, Clerk 

I 

In the District Court of the United ^tates 
for the District of Columbia I 
Civil No. 6271 I 

I 

The Philadelphia Inquirer Co., 

V ! 

Conway P. Coe, Commissioner of Patents] Defendant. 

Notice of Appeal I 

Notice is hereby ^ven this 14th day of J\jay, 1941, that 
The Philadelphia Inquirer Co., Plaintiff, hereby appeals to 
the United States Court of Appeals for the District of Co¬ 
lumbia from the judgment of this Court entered on the 18th 
day of April, 1941 in favor of Conway P. j Coe, Commis¬ 
sioner of Patents, Defendant against said The Philadelphia 
Inquirer Co. ! 

CHAS. K. DA^i'IBS, JE. 

900 F St., N. k. 

FRANK E. SCblVENEE 
914 6 St., N. Iw. 

Attorneys for The Phila¬ 
delphia inquirer Co. 

I 

Memorandum 

May 14 1941. 

Cost bond on appeal ($250.00)—filed. | 

73 Filed Jun 12 1941 Charles E. Stcwftvt, Clerk 

In the District Court of the Unite(| States 
for the District of Columbia 

Civil Action No. 6271 | 

The Philadelphia Inquirer Company, Plaintiff, 

V. I 

Conway P. Coe, Commissioner of Patents, Defendant. 

I 

Statement of Points on Which Plaintiff Relies on Appeal 
1. The Court erred in dismissing the Complaint. 
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, 2. The Court erred in refusing to render a decree requir¬ 
ing the Defendant to register the Plaintiif’s trade mark. 

3. The Court erred in holding that EVERYBODY’S, the 
British magazine and EVERYBODY’S WEEKLY, the 
Section of the Newspaper, the Philadelphia Inquirer, were 
goods of the same descriptive properties within the pur¬ 
view of the Second Proviso of Section 5 of the Trade Mark 
Act of 1905, codified with amendments in 15 U. S. C. A. 85. 

4. The Court erred in holding that “the test of confusion 
is expressly related to the similarity of the marks, and not 
to the determination of the descriptive properties of the 
merchandise. ’ ’ 

5. The Court erred in holding that a determination of 
whether tvro publications are of the same descriptive prop¬ 
erties should be made by consideration only of the intrinsic 
properties of the said publications, without any considera¬ 
tion of extrinsic evidence adduced as to likelihood of con¬ 
fusion to the public because of specific differences in for¬ 
mat, content, manner of distribution and class of pur¬ 
chasers. 

79 Because of w’hich errors, the Plaintiff respectfully 
asks that the Final Judgment entered herein on the 
18th day of April, 1941 be reversed by the United States 
Court of Appeals for the District of Columbia, and that a 
decree be entered in accordance with the prayers of the 
Complaint. 

CHARLES K. DAVIES, JR. 
900 F Street, N. W. 

I FRANK E. SCRIVENER 

914 G Street, N. W. 

Attorneys for Plaintiff 

, The Philadelphia Inquirer Co. 

Service accepted this 12th day of June, 1941. 

W. W. COCHRAN 
Attorney for Defendant 

The Commissioner of Patents 




80 In the District Court of the United 
For the District of Columbia ! 


States 


Civil Action No. 6271 

The Philadelphia Inquirer Company, a 
Broad and Callowhill Streets, PhiladelphJ 
vania, Plaintiff 

V. 


(sorporation, 
a, Pennsyl- 


CoNWAY P. Coe, Commissioner of Patents of the United 
States, United States Department of Coijnmerce, 
Defendant 

Designation of Record on Appeal 

The plaintiff in the above-entitled cause hereinafter des¬ 
ignates those parts of the record which it diesires to have 
included in the Transcript of Record on Appeal. The Clerk 
will please prepare said Transcript and iijiclude therein 
the following; 

1. The Complaint. 

2. The defendant’s Answer. 

3. The transcript of testimony. ! 

I 

4. Plaintiff’s Exhibits Numbers 1, 2, 3 aijid 4. 

5. The Findings of Fact. ! 

6. The Conclusions of Law. ! 

7. The Final Judgment entered herein. I 

8. The Opinion of the Court. | 

9. The Notice of Appeal filed and dated May 14, 1941. 

10. The Bond on Appeal. ! 

11. Points on Which the Plaintiff Relies cjn Appeal. 

12. The Stipulation dated June 12th, 194i, and next at¬ 
tached. 


38 


I 13. Defendant’s Exhibits Nos. 1 and 2. 

,81 14. This Designation of Record on Appeal. 

THE PHILADELPHIA INQUIRER COMPANY, 

Plaintiff-Appellant 

By; 

CHAS. K. DAVIES, JR., 

900 F St., N. W. 

I FRANK E. SCRIVENER, 

914 G St., N. W. 

Attorneys for Plaintiff 

Dated June 12,1941. 

Stipulation 

On this 12th day of June, 1941, it is hereby stipulated and 
agreed, by and between the parties hereto, by their respec¬ 
tive counsel, that the Transcript on Appeal shall constitute 
those parts of the original record and proceedings as are 
set forth in the foregoing Designation of Record on Appeal, 
to which this stipulation is attached; service and receipt of 
a copy of said Designation of Record on Appeal arc hereby 
acknowledged by the Defendant. 

CHAS. K. DAVIES, JR. 
FRANK E. SCRIVENER, 
Attorneys for Plaintiff- Appellant. 

' W. W. COCHRAN, 

Attorney for Defendant-Appellee. 
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n. 

EXCERPTS FROM TESTIMONY AND PROCEEDINGS 
DESIGNATED BY APPELLANT. 

10 Direct Examination 

By Mr. Davies: 

Q. 1. Mr. Ottenstein, will you please state your name, ad¬ 
dress and occupation? A. Joseph Ottenstein, 3712 Living¬ 
ston Street, N. W., Washington, D. C., distributor of news¬ 
papers and magazines, wholesale only. 

Q. 2. How long have you been engaged in that business ? 
A. Since the fall of 1918. 

Q. 3. What type of periodical does the District News 
Company deal with? A. We distribute all of the New York 
morning papers, all of the Hearst publications, all of the 
MacFadden publications. Readers Digest, and the Red 
Book, and McCall’s, and maybe a hundred others. 

11 Q. 4. You have handled, then, practically all kinds 
of magazines and newspapers? A. All types. 

Q. 5. What is the volume of your business? A. The vol¬ 
ume is about $800,000 a year. 

Q. 6. Do you have any idea how many magazines you sell 
a week? A. It is in the neighborhood of, I would say, close 
to 200,000 a week. 

Q. 7. What is your connection, if any, with the plaintiff 
in this case, Philadelphia Enquirer Company? A. I am 
a personal friend of the publisher, and I went up there at 
the time the ownership of the paper vras transferred in the 
summer of 1936, to help in the circulation department in 
which in some circles I am more or less considered as an 
expert. 

Q. 8. Do you have any regular connection with them? A. 
No. I go up there occasionally to consult with them in the 
circulation department on matters of contest and circula¬ 
tion policy. 

Q. 9. Do you receive remuneration? A. No, I receive no 
remuneration of any kind. 
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. Q. 10. Are you familiar with the Sunday edition of the 
Philadelphia Enquirer? A. I am thoroughly acquainted 
with it. 

Q. 11. I hand you a copy of the Enquirer and ask 

12 you if you will identify the Sunday section in there 

I with the title “Everybody’s Weekly.” A. This is it 

(indicating). 

Mr. Davies: May we introduce this is evidence as Ex¬ 
hibit 1 ? 

The Court: Yes. 

(The section of the Sunday edition of the Philadelphia 
Enquirer, identified by the witness as “Everybody’s 
Weekly,” was admitted in evidence and marked “Plain¬ 
tiff’s Exhibit No. 1.”) 

iQ. 12. Are you familiar with the adoption of that title, 
“Everybody’s Weekly,” for that Sunday section? A. Yes, 
sir. Shortly after the ownership of the paper was trans¬ 
ferred, the King Features threatened to take away the mag¬ 
azine section of the Philadelphia Enquirer which the En¬ 
quirer was then using, because the new ownership had put 
on sale what is known as a pre-date edition of the Sunday 
Inquirer. King Features contended that this pre-date edi¬ 
tion was conflicting with the pre-date edition of the New 
York American, which circulates in the same territory and 
has a section known as the “American Weekly.” 

The publisher didn’t want to be coerced, and he decided 
to I be independent of the King Features and decided there 
and then to establish a weekly supplement similar to what 
he was buying from the King Features. The result was 
that the publisher promoted a contest amongst the readers 
for a name to be used for this new supplement which was 
being developed. 

13 There were $50,000 in prizes offered—$20,000 first 
prize, and if I remember correctly, $10,000 second, 

and then numerous lesser prizes—to the ones submitting 
the most suitable names. There were thousands and thou¬ 
sands of entries in this contest. The name “Everybody’s 



41 


Weekly’’ was chosen by a committee of editors and, I be¬ 
lieve, an advertising agency, if I remember correctly. This 
was more than four years ago, and that point isn’t very 
clear as to who the judges were. 

Q. 13. Well, the name was selected, then, ks a result of 
the contest. A. As a result of this contest. 

Q. 14. How is the Enquirer distributed? A. The bulk 
of the circulation is in and around Philadelphia or the 
Pennsylvania area. 

Q. 15. Could a person go into a store and purchase a copy 
of this “Everybody’s Weekly” section? A. No. 

Q. 16. They couldn’t purchase it separa;ely from the 
newspaper? A. It is part of the Sunday paper, the same as 
the supplement of any Sunday paper is part of the paper. 

Q. 17. Is it generally carried inside or cfutside of the 
newspaper? A. Inside, always on the inside. 

Q. 18. I hand you a magazine entitled “J^verybody’s,” 
and I will ask you if you will glance at it and tell the 
14 Court, if Your Honor please, what type of magazine 
that is. A. Well, it is a type of its own. There is noth¬ 
ing like it on the newstands that I know of. There is noth- 
ing on the newsstands like it, here or anywhere else, that I 
know of. 

Q. 19. It is a magazine? A. From the title I assume that 
it is, although it is printed on newspaper tabloid. It is 
printed in tabloid form on news print. 

Q. 20. Well, I wish to distinguish between the magazine 
and a newspaper. That, in the general knowledge, is a 
magazine, is it not? A. It is a magazine inasmuch as it is 
sold independently of a newspaper, or sold by itself, rather, 
I might say, and the general character of ii; seems to be. 
In this country we can recognize types of magazines some¬ 
times by the advertising, and some of these advertisements 
I don’t recognize. This thing has contests in it. Evi¬ 
dently it caters to a poorer class of reader. Better class 
magazines don’t have contests of this type. It is hard to 
identify this publication. It is the first time I have seen it. 


42 


I Q. 21. Well, based on your long experience and wide 
knowledge of the distribution of periodicals, magazines, 
and newspapers, in your opinion is there any likelihood of 
confusion between the concurrent use of the title “Every¬ 
body’s” on a magazine of that character and 

15 “Everybody’s Weekly” on a weekly newspaper sec¬ 
tion? A. There isn’t the remotest chance of con¬ 
fusion, for various reasons. First, it isn’t on sale on the 
newsstands, and secondly, the people who buy the En¬ 
quirer never ask for “Everybody’s Weekly.” They ask 
for the Enquirer. In this city, or in any large city—Bal¬ 
timore or Chicago or New York or Philadelphia—there are 
in it leading nevrspapers, or one newspaper in each of these 
cities that I named, with a section called “This Week,” 
w’hich is part of the Sunday paper. Nobody w'-ould go to 
the newsstand and ask for “This Week.” They ask for the 
paper by name, either the Chicago Tribune or the New 
York Herald Tribune or the Baltimore Sun or the Wash¬ 
ington Star or other papers which carry that section. There 
is one in Boston, one in the Milwaukee Journal, and there 
is one in the Detroit—I don’t remember which paper. But 
nobody ever goes to the newsstands and asks for “This 
Week,” nor does anybody go to the newsstands and ask for 
the “American Weekly,” which is also a section of a Sun¬ 
day paper, controlled by the Hearst syndicate. 

That is, in this city the Washington Herald has the Amer¬ 
ican Weekly. In Baltimore the Baltimore American has 
the American Weekly. In Philadelphia the Philadelphia 
Eecord has the American Weekly; in New York, the New 
York American; and in Boston, the Boston Advertiser; and 
all throughout the circuit. And not only do the Hearst news¬ 
papers carry that American Weekly, but they are now sell¬ 
ing it as a supplement to the newspapers outside of 

16 their own group. Now that paper may have a circu¬ 
lation of over six million, and at the present time 

anybody buying those papers wouldn’t confuse the Ameri¬ 
can Weekly with the American Magazine. 
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Q. 22. There is a magazine, then, on the market definitely 
known as the American Magazine? A. The An erican Mag¬ 
azine has a circulation of close to two million, and the 
Hearst papers and the papers outside of the E’earst group 
which use the American Wekly have a circulation of some¬ 
thing like 6,600,000. Nobody out of those eightj million peo¬ 
ple would confuse either one of those two. 

Q. 23. Do you sell both of those items, the American Mag¬ 
azine and the newspapers carrying the American Weekly? 
A. I handle several newspapers that have the American 
Weekly. I have a Baltimore paper and a Philadelphia 
paper and a New York paper which carry the American 
Weekly, but I do not handle the American Magazine. That 
is handled by the American News Company, w^ich is a na¬ 
tional organization. 

Q. 24. Did you ever engage in retail distribi^tion of mag¬ 
azines? A. Years ago, yes. 

Q. 25. Did you ever hear of anybobdy becoming confused 
between the American Weekly and the American Maga¬ 
zine? A. No. 

Q. 26. Are newspapers and magazine competitive, 
17 in your opinion? A. Not in the least. I think one 
helps the other. ! 

Q. 27. Could any person be misled into purchasing a 
newspaper when they wanted a magazine? A. Not in the 
least. 

Q. 28. In your opinion, then, there is not (sven a slight 
likelihood of confusion between the concurrent use of this 
magazine entitled “Everybody’s” and the newspaper sec¬ 
tion with the title “Everybody’s Weekly”? A. There is 
no chance of confusion, because you can’t ccpnfuse some¬ 
thing that you don’t see. You just don’t see this thing on 
the newsstand. It isn’t for sale. 

Q. 29. Well, even assuming that it was. A. Assuming 
that it was, I would say that there wasn’t the slightest 
chance of confusion because one is a newspajjer type and 
shape and the other one is more or less the tabloid or mag- 
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azine type or shape. You see, there is no chance of confus¬ 
ing either, by the looks of the paper, or the volume, or the 
shape, the typography, the quality of the paper, and the 
color. There isn’t the slightest chance of confusion. 

Mr. Davies: That is all. 

Cross Examination 
By Mr. Cochran: 

XQ. 1. Mr. Ottenstein, you stated that this ^‘Every¬ 
body’s,” the British magazine, is not on sale anywhere and 
could therefore not be confused with the plaintiif’s peri¬ 
odical? A. That is right. If it is on sale, it is be- 
18 yond my knowledge, and I get around to most of the 
new’sstands quite often. I have been dealing with 
the retailers for years and years, and in the course of my 
business I have had numerous calls for publications, over 
the telephone o-r through other sources, and I have never 
received a request or a ’phone call for the English publi¬ 
cation. 

XQ. 2. Do you handle English publications ? A. No, there 
is very little distribution of English publications in this 
country. 

XQ. 3. They are distributed in places in New York, are 
they not? A. Out of New York there is a distributor, I 
believe by the name of Hotelings, at Times Square, who 
handles British publications, and the distribution is very, 
very limited. Of course, at the present time there is prac¬ 
tically no distribution of them. During the holidays in 
normal times, there is a distribution amongst the better 
stores, like Brentanos in New York, Brentanos here, and 
Woodward and Lothrop’s in this city, and a few other big 
newsdealer outlets in the country of the London Illus¬ 
trated New’s and maybe one or two others. 

The Court: Punch? Spectator? 

A. That is right, of the Christmas numbers mostly. 

XQ. 4. Spur is another one, is it not? A. Spur is an 
American publication. 
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XQ. 5. I thought that was British. A. Th^re might be 
a British. | 

19 XQ. 6. It might be, Mr. Ottenstein, tljiat this mag¬ 
azine “Everybody’s” could be distribijted by deal¬ 
ers in New York without your knowledge cjf it? A. It 
could be, but the likelihood for the sale of a {publication of 
that type is very, very remote, because it doesh’t have pop¬ 
ular appeal. It wouldn’t have popular appeal here. The 
reason those other publications that I mentiojned and that 
the Judge mentioned do have a sale is because of their 
great popularity in England and because they I are the lead¬ 
ing publications over there. At that time of l[he year they 
also have color cuts, have season’s greetings, I and the like, 
which people in this country buy and frame. There is 
nothing in there that would cause them to buy it for that 
purpose. 

XQ. 7. But you can’t say from your ov^n knowledge 
whether this publication is distributed in ^few York or 
not, can you? A. No, I wouldn’t know. I aksume that it 
isn’t because it doesn’t seem to have a popular appeal of 
any kind. I 

24 The Court: Where is the thing publ|ished? Does 

anybody know? I 

Mr. Davies: I believe in London, Your lionor, but we 
have no verification of the fact. 

The Court: Is there any evidence or could there be any 
evidence to tell me where this thing is i)ublished and 

25 what its circulation is? 

Mr. Davies: Yes, sir. 

The Court: And how it got into the Unite|d States, and 
whether it was admitted by our Immigration! Department, 
and what not? 

Mr. Davies: If Your Honor please, I wouljd like to read 
one or two of the questions and answers froiji that deposi¬ 
tion which was taken in New York, at which time that copy 
was introduced. The witness was Mr. Guderjnan, who was 
the President of Overseas Publications, Inc. I 
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“Question: What do you deal ini 

“Answer: Foreign publications. 

“Question: And you import English publications, among 
others I 

“Answer: English publications, French, German, Span¬ 
ish, all over. 

“Question: And you specialize in this field! 

“Answer: Yes. 

, “Question: What English publications, among others! 
Name a few that you import regularly. 

I “Answer: Tid Bits, John Bull, Illustrated London News, 
Tattler, Sketch, Bystander, News of the World, London 
Daily Times, Daily Telegraph, Sunday Observer, Sunday 
Times. 

“Question: Any others! 

“Answer: Many of them. Humorist, Punch, 
26 John 0 ’Londons W^eekly, New Statesmen and Nation, 
Everybody’s Weekly.” 

I That was in answer to “What English publications, 
among others ? ’ ’ Then that particular copy was introduced 
into evidence. The witness was then asked: 

“Question: How many copies do you sell? 

“Answer: That all depends on the season. At present 
we only sell two copies. During the season sometimes eight 
or ten copies weekly.” 

That, Your Honor, was in 1937, when they were still im¬ 
porting these magazines. 

, “Question: You never import less than two copies a week 
and never more than about ten? 

I “Answer: More, yes, sometimes more. That all de¬ 
pends on how many subscriptions we get, but never less 
than two.” 

28 Henry Eisenberg, a witness called by and in be- 

, half of the Plaintiff, was duly sworn and testified as 
follows: 
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Direct Examination 
By Mr. Scrivener: 

Q. 1. Will you state your full name and 0 (j}cupation, Mr. 
Eisenberg? A. Henry Eisenberg, retail newsdealer, 902 
G Street, N. W. | 

Q. 2. Are you the owner of that business? | A. Yes, sir. 

Q. 3. And how long have you been the owner of the re¬ 
tail news business? A. About eight or teO years; about 
eight years. 

Q. 4. Have you had any previous experience in retail¬ 
ing? A. Yes. I 

Q. 5. What is the general nature of thatl business ? In 
other words, what periodicals do you handle there? A. 
Well, I handle pretty near all popular maga 2 Sines and news¬ 
papers. i 

Q. 6. Do you handle any importations? A- I did at one 
time, but since the war there haven’t been ^ny coming in. 

Q. 7. You handled them until— A. (Intjerposing) Just 
one, the Family Herald, an English pjublication. 

29 Q. 8. The Family Herald? A. Y^s, sir. 

Q. 9. Can you give the Court some| idea as to the 
volume of your business there? A. In the njiagazines only? 

Q. 10. No, in the magazine and newspaper field- A. I 
should say about $200 a week. 

Q. 11. And you do a retail business only? A. Sir? 

Q. 12. Retail business only? A. Retail only, yes. 

Q. 13. Do you handle, among other newspapers, the Phil¬ 
adelphia Enquirer? A. Yes, sir. 

Q. 14. I will ask you to examine that, Mr. Eisenberg, and 
tell the Court "what it is. A. To me it appears as though it 
is just part of another newspaper, a supplement. 

Q. 15. Specifically what is it? Part of wjhat newspaper? 
A. Sir? I 

Q. 16. Part of what newspaper? A. Of l|he Philadelphia 
Enquirer. { 
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Q. 17. And you handle the Philadelphia Enquirer Sun¬ 
day edition? A. Yes, sir. 

30 Q. 18. Every week? A. Yes, sir. 

, Q. 19. Is that paper distributed as a unit? In 

, other words, is this section inserted in the paper inside the 
issue? A. Yes, it is. 

. Q. 20. Is this section ever sold separately? A. No, sir. 

Q. 21. Always as a part? A. Always on the inside. 

Q. 22. Have you in the course of your business ever had 
an inquiry from a purchaser for ‘‘Everybody’s Weekly”? 
A. No, sir. 

Q. 23. You have not? A. No, sir. 

• «*•*•**•• 

31 Q. 24. Mr. Eisenberg, are you acquainted at all 
with the British publication entitled “Everybody’s”? 

A. No. 

Q. 25. Do you know that you have ever seen such publi¬ 
cation? A. I never have. 

Q. 26. Will you look at that briefly, Mr. Eisenberg? What 
is the general nature of that publication from your brief 
examination of it? A. I don’t know. I wouldn’t even call 
it a magazine. It is more of a—I don’t know what class I 
would put that in. 

Q. 27. Do you sell any similar publications? A. No, I 
don’t. 

. Q. 28. Any similar as to make-up, format? A. We have 
the weekly tabloid and the daily tabloid papers in 

32 this style, but they have nothing in common with 
this. 

The Court: By style, you mean in size? 

A. In size and the formation of the paper—^the setup. 

Q. 29. Are the tabloids to which you refer generally 
joined? A. No, they are not, no. They are not stapled? 

Q. 30. Now, in the light of the experience that you have 
had, Mr. Eisenberg, in retailing publications of all types, 
in your opinion is it likely that a person who sought to buy 
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this publication that you hold in your hand could become 
confused by the title appearing on “Everybody’s Weekly,” 
which is inserted in the Philadelphia Enquirer Sunday sec¬ 
tion, so that he might obtain that section of jthe Philadel¬ 
phia Enquirer instead of this magazine? A.| No, there is 
not the slightest chance, I don’t think. I 

Mr. Cochran: No questions. 
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In the United States Court of Appeals for the 
District of Columbia 


APPEAL NO. 7944 


The Philadelphia Inquirer Co., appisllant 

V, 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from the Judgment (Appellant’s Ap¬ 
pendix 34) of the District Court of the United States for 
the District of Columbia dismissing the Complaint (Appel¬ 
lant’s Appendix 2) in which appellant sought to have the 
lower Court authorize the Commissioner of Patents to register 
to appellant the notation “EVERYBODY’S WEEKLY” as 
a trade-mark for a weekly newspaper section. 

STATEMENT 

Appellant’s application for the registration (Appellant’s 
Appendix 7) was examined in the Patent Office and passed 
for publication. Thereafter an Opposition to registration of 
the mark was filed by King Features Syndicate, Inc. The 
Opposition was dismissed by the Examiner of Interferences 
(Appellant’s Appendix 12) on the ground that the testimony 
failed to establish the right of King Features Syndicate, Inc., 
to intervene between the Patent Office and the applicant, the 

( 1 ) 
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appellant here. In his decision, however, the Examiner held 
that the testimony showed use of the mark prior to appellant, 
! on a British weekly publication sold in this country and that 
such use barred registration of the mark to appellant. The 
action of the examiner in refusing the registration was affirmed 
by the Assistant Commissioner (Appellant’s Appendix 15). 

' The basis for the refusal of the registration, as set forth 
in the decision of the Assistant Commissioner, was the finding 
that the marks used on the British publication and on ap- 
' pellant’s publication are the same and that the publications 
, are goods of the same descriptive properties. His conclusion 
was that in view of these facts, registration is prohibited by 
Section 5 of the Act of February 20, 1905 (XT. S. C., title 15, 
isec. 85). (See Appellant’s Brief, p. 4, for pertinent portion 
of this Act.) 

SUMMABY OF AUGUIOENT 

I. The notation “Everybody’s Weekly,” which appellant 
seeks to have registered, is identical with the mark previously 
used on the British weekly publication sold in this country. 

I II. The two publications are goods of the same descriptive 
properties, both being weekly publications in English, and 
having generally similar content. 

III. These being the facts as found by the lower Court, 
registration of the mark to appellant is expressly forbidden 
by law, irrespective of whether concurrent use of the marks 
on the publications would be likely to cause confusion in the 
mind of the public. 

I. The Marks Are Identical 

I Appellant in effect concedes (Br. 6) that the mark which 
it seeks to have registered is, within the meaning of the 
statute, identical with the mark used on the British pub¬ 
lication. 

The lower Court made the following finding of fact (Ap¬ 
pellant’s Appendix 25): 

! 2. The mark of the applicant for registration is 

I identical with the mark in prior use by the British 
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magazine which is sold under the name “ijverybody’s 
Weekly.” j 

This finding is not controverted in appellant's “Statement 
of Points on which Plaintiff Relies on Appeal” (Appellant’s 
Appendix, 35, 36). 

Moreover, it will be obvious from an inspection of the 
marks as actually used on the two publications (Appellant’s 
Appendix, pp. 50 and 53) that they are identical. 

I 

11. The Two Publications Are Goods of the Same]Descriptive 

Properties 

After comparison of a copy of appellant’s publication with 
a copy of the British publication, which wer^ offered in 
evidence, the lower Court made this finding (Appellant’s 
Appendix 25): 

3. The section of the Sunday edition of the Phila^ 
delphia Inquirer to which the mark “Everybody’s 
Weekly” is applied, is, within the meaning of the ap¬ 
plicable registration statute, merchandise of the “same 
descriptive properties” as the British magazine called 
“Everybody's Weekly.” Both are publicaiions printed 
in English. The nature of the content^ of both is 
quite similar, consisting of stories and ojther articles 
copiously illustrated by pictures, and som^ advertising 
matter. There are some differences in silze and num¬ 
ber of pages. I 

In his opinion the trial Justice quoted wjth approval 
(Appellant’s Appendix 34) the following statement of the 
Assistant Commissioner: | 

No one would seriously argue that the! two publica¬ 
tions are not merchandise of the sam^ descriptive 
properties within the meaning of the statute. 

Appellant in its brief makes no attempt to s^iow that the 
publications are of different descriptive properties by reason 
of a difference in the character of their contend, but argues 
(Br. 15, 16) that the question whether certainl goods are of 
the same descriptive properties as other goods should “be 
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determined upon the basis that if there can be no confusion 
of prospective purchasers, the items are a fortiori not of the 
same descriptive properties.” To accept this criterion would 
be to eliminate the words “same descriptive properties” from 
the law. 

The United States Court of Customs and Patent Appeals 
gave thorough consideration to and a full discussion of this 
question, including a review of many previous decisions, in 
Meredith Publishing Co. v. 0. M. Scott & Sons Co., 24 
C. C. P. A. 956, 959, 88 F. (2d) 324, 326. The Court said: 

It is true that in both the preceding cases, there were 
expressions which, taken by themselves, and without 
regard to the context and the general purport of the 
opinions, might have indicated that the existence of 
confusion was the test by which we should determine 
whether the goods were of the same descriptive proper¬ 
ties. However, the cases should not be so read. When 
we consider the degree of similarity of the trade-marks 
and goods involved in those cases, the state of the facts 
and the general conclusions arrived at by the court, it 
will be seen that the court was endeavoring to give to 
the words “same descriptive properties” a reasonable 
application and meaning, in order to effectuate the pur¬ 
poses of the registration act, and did not have in mind 
the virtual elimination of the words from the statute. 

This Court, when it had jurisdiction of direct appeals from 
the Patent Office, had occasion many times to pass on the 
question whether certain goods were of the “same descriptive 
properties” within the meaning of the law. 

In G. & J. Tire Co. v. G. J. G. Motor Car Co., 39 App. D. C. 
508, it was held that the descriptive properties of automo¬ 
biles and those of rubber tires are not the same; while in a 
later case, Lincoln Motor Co. v. Lincoln Mjg. Co., 58 App. D. C. 
191, 26 F. (2d) 563, it was held that automobile brakes and 
timers are goods of the same descriptive properties as auto¬ 
mobiles. 

In Anglo-American Incandescent Light Co. v. General Elec¬ 
tric Co., 43 App. D. C. 385, it was held that gas mantles and 
electric lamps are goods of the same descriptive properties. 
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In Four Roses Products Co. v. Small Grain Disti^ing & Drug 
Co., 58 App. D. C. 299, 29 F. (2d) 959, malt syrupi and whisky 
were held to be goods of the same descriptive properties. 

Many decisions dealing with this question haye been ren¬ 
dered by the United States Court of Customs an4 Patent Ap¬ 
peals, in which goods ordinarily considered to be different 
have been held to have the “same descriptive properties” 
within the meaning of the law. Several such decisions are 
reviewed in Meredith Publishing Co. v. 0. M. Scott <& Sons 
Co., supra. Thus coffee has been held to be goods of the same 
descriptive properties as canned, dried, or preserved fruits, veg¬ 
etables, etc.; rubber and fabric shoes, the same as leggings, 
knickerbockers; coffee and tea, the same as horse-jradish, olive 
spread, and similar relishes; mouth washes, the same as body 
deodorants and cold creams; shirts, the same as coats and 
overcoats. 

It is submitted to be obvious that appellant’s publication 
and the British publication are far more similar than many of 
the goods which were held to be of the same descriptive proper¬ 
ties in the decisions referred to above. 

Aside from the fact that both are weekly puDlications in 
English, they are both, as the lower Court found, quite similar 
in the nature of their contents. If these publications are not 
goods of the same descriptive properties, it is difficult to see 
how any two publications could be. 

While the probability of confusion is not the criterion for 
ascertaining whether goods are of the same descriptive proper¬ 
ties, it may be noted that the testimony of appellanjt’s witnesses 
(Appellant’s Appendix 39-49) is not convincing of the fact 
that there would be no confusion in the mind o:' the public. 
The witnesses were news dealers and naturally have an expert 
knowledge of the various publications which are issued. The 
fact that these witnesses would not be confused dpes not war¬ 
rant the conclusion that the inexperienced public would not 
be confused. 

Appellant seems to argue (Br. 13) that because its weekly 
is issued as a supplement to a Sunday newspaper, it should be 
considered to be a newspaper, whereas the British publication 
is a magazine. The lower Court found no such distinction 
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but on the contrary found (Appellant’s Appendix 26) that the 
contents of both consist of stories and other articles copiously 
illustrated by pictures and some advertising matter. 

Appellant makes reference (Br. 15) to this Court’s deci¬ 
sion in McGraw-Hill Publishing Co., Inc. v. American Aviation 

Associates, Inc., et al., 73 App. D. C.-, 117 F. (2d) 293. 

The case does not seem to be in point. In it this Court held 
that the two marks in controversy were not in all probability 
confusingly similar. That case, moreover, was one dealing 
with trade-mark infringement and unfair competition and did 
not involve the question of registrability of one mark over 
another which is the question presented here. It was said in 
the decision that the Trial Court had found that the two publi¬ 
cations there involved were not similar in cover, design, format, 
general appearance or content. This Court said that the mag¬ 
azines were read by a discriminating audience. In the instant 
case there is no evidence or even reason to suppose that the 
readers of the two publications constitute a discriminating 
audience. 

III. The Statute Prohibits Registration of the Mark 

Section 5 of the Act of February 20, 1905 (U. S. C., title 15, 
sec. 85) (See Appellant’s Brief 4) provides: 

* * * That trade-marks which are identical with a 
registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the 
same descriptive properties * * ♦ shall not be 
registered. 

' That the mark which appellant seeks to have registered is 
identical with the mark owned and used by the British publisher 
is in effect admitted by appellant, as has already been pointed 
out. It is submitted that the publications to which the marks 
are applied constitute merchandise of the same descriptive 
properties as found by the lower Court. Under these circum¬ 
stances registration of the mark is expressly forbidden by the 
statute. 

' The question whether there would be a likelihood of confu¬ 
sion does not enter in this situation. It does enter in another 
portion of the statute which reads: 
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* * * trade-marks * * ♦ which so nearly re¬ 
semble a registered or known trade-mark owjied and in 
use by another and appropriated to merchanjiise of the 
same descriptive properties as to be likely to cause con¬ 
fusion or mistake in the minds of the public or to 
deceive purchasers shall not be registered. 

Thus the question of confusion of the public enters 
only in those cases where the marks are not identicalj, but simi¬ 
lar, and the question then is, Are the marks so sinjiilar as to 
lead to confusion of the marks? In the words of | the lower 
Court (Appellant’s Appendix 31), “The test of confusion is 
expressly related to the similarity of the marks, 4nd not to 
the determination of the descriptive properties of| the mer¬ 
chandise.” 

CONCLUSION 

It is submitted that the lower Court was right in holding 
that under the applicable federal registration statup the ap¬ 
pellant is not entitled to the registration sought, and that the 
Judgment should be aflarmed. i 

W. W. Cochran, ! 

Solicitor, U. S. Patent Office, 

Attorney for A\ppellee. 

September 1941. I 
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